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The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. ‘To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be fur- 
nished at the following prices: 


Brown Cloth 
Brown Buckram 
Digest, vols. 1-14, inc. (either binding) 


Add to the above prices two and one-half percent for each year 
elapsed since year of publication, except in the case of the Digest. 
Transportation extra. 
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publication of Clark Boardman Co. 


Trade-mark practitioners often feel the need of a treatise 
on the Federal Trade-Mark Law that is clear, condensed but 
comprehensive, authoritative and up-to-date. Such a commentary 
Mr. Amdur, the well-known writer on patent and trade-mark law, 
has now supplied. 


The several Federal trade-mark statutes are here concisely 
analyzed and discussed, the interpretation given them by the 
Washington tribunals and the Federal Courts commented on, with 
citations, and the various points of law and procedure carefully 
distinguished. The fact that the majority of the more than one 
hundred cases here discussed have appeared in the Trade-Mark 
Reporter, and that citations thereto are given, makes the work 
of unusual value to Reporter subscribers. 
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Warner Bros. Pictures, Inc. v. Masestic Pictures Corpora- 


TION, AND Capita. Fitm Excuanaee, Inc. 
(70 F. [2d] 310) 


United States Circuit Court of Appeals, Second Circuit 
April 16, 1934 


Unram Competition—“THe Gorp Diccers’—Titte or Morion Picture 
PLAY—SECONDARY MEANING. 

Where complainant was the first to use the title “The Gold Diggers” 
on a play by Avery Hopwood, first produced in 1919 and widely popu- 
larized by plaintiff thereafter, and where complainant subsequently 
acquired the exclusive silent motion picture rights in said play, the use 
by defendants of the title “Gold Diggers of Paris” on a talking motion 
picture held to be unfair competition, and an injunction was granted. 

CopyricgHts—TiTte or Pray. 

A copyright of a play does not carry with it the exclusive right to 
the use of the title. 

Unrarr Competirion—Titte or Dramatic Propuction—Sussequent Use 
as Name or Morton Picture. 

In the case at issue, there was no reason for depriving the plaintiff 
of the use of the words “Gold Diggers” in a new production based on 
the original play. 


In equity. Action for unfair competition in the use of a dra- 
matic title. Appeal from the United States District Court for the 


Southern District of New York. Injunction granted. 


Themas & Friedman (Morris Ebenstein, of counsel), of New 
York City, for complainant-appellant. 

Krellberg & Fitzsimons (Alfred S. Krellberg and Arthur J. 
Homans, of counsel), of New York City, for defendants- 
appellees. 


Aveustus N. Hann, C. J.: This is an appeal from an order 
denying a motion to enjoin the defendants pendente lite from 
producing a talking motion picture under the title “Gold Diggers of 
Paris.” “The Gold Diggers” was the title of a play by Avery 
Hopwood which was produced by David Belasco at the Lyceum 
Theater in New York, and continued for ninety successive weeks 
after opening on September 30, 1919. Subsequently the play was 
taken on tour through the United States and 528 performances 
were given between September 13, 1921 and April 21, 1923. There 
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were gross receipts from the play of more than $1,900,000 and 
much money was expended in advertising. Even since April, 1923, 
there have been many performances by stock companies, some as 
late as 1932, under the title ““The Gold Diggers.” 

In 1923 the complainant acquired the exclusive silent motion 
picture rights in “The Gold Diggers” and during that year pro- 
duced a silent motion picture based on this play and distributed 
the picture under the same title. The gross receipts derived from 
licensing theatre owners to exhibit it amounted to $470,000. 

In 1929 complainant purchased the talking motion picture 
rights in “The Gold Diggers” and produced a talking motion pic- 
ture based on the play at an expense of $725,000, which it opened 
at the Winter Garden in New York on August 30, 1929. This 
picture was exhibited in over 6,000 theatres in the United States 
and Canada under the title “Gold Diggers of Broadway.” The 
total receipts from licensing it in the United States and Canada 
were $2,540,298.47. It was seen by millions of people and com- 
plainant expended upwards of $74,000 in advertising it. Com- 
plainant received $1,395,344.54 upon licenses outside of the United 
States and Canada. Such was the success of this picture that com- 
plainant determined to produce a new talking motion picture 
version of the play under the title “Gold Diggers of 1933,” for the 
production of which $199,983 had been expended at the time the 
motion for the preliminary injunction was made. In 1933 de- 
fendants produced a picture under the title “Gold Diggers of 
Paris,” having certain characters similar to those in Hopwood’s 
play. 

The original play is said to have dealt with the lives and 
actions of two young women who had come to New York and there 
joined the chorus of a musical comedy. One of the young women 
who took the leading réle was represented as having good moral 
instincts and as being somewhat dissatisfied with or uncomfortable 
in the life that she was leading. Her friend, who took the sub- 
ordinate part and was responsible for the comedy element, was 
not so handicapped. She was decidedly the louder and more vul- 
gar of the two and was a low comedy character. 
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The complaint and the affidavits submitted in support of this 
motion for an injunction allege that the use of the title “Gold 
Diggers of Paris” was with intent to capitalize the good-will and 
reputation of complainant and to deceive the public into associating 
defendants’ motion picture with Avery Hopwood’s play and com- 
plainant’s motion pictures. 

While the answer denied, upon information and belief, the alle- 
gations in the bill, the defendants meet the facts set up in the 
affidavits in no satisfactory way and say little more than that it is 
unethical to distribute more than one motion picture based on the 
same play within five years and, therefore, unlikely that the com 
plainant’s picture “Gold Diggers of 1933” is based on the Hop- 
wood play, for Warner Bros. Pictures, Inc. had distributed “Gold 
Diggers of Broadway”’ as recently as 1929-1932. 

Enough appears in the affidavits to show that the complainant 
would be an infringer of the copyright of the original play of 
Avery Hopwood if it had not purchased the right to make silent 
and talking picture versions thereof. Perhaps, if the play and the 
scenarios for the pictures were before us, we might not reach this 
conclusion, but when it appears that Warner Bros. Pictures, Inc., 
went to the expense of buying the silent and talking rights, and 
the affidavits state that all the pictures were based on the play, and 
no showing has been made to the contrary, we must assume that 
the moving pictures were thus founded. Complainant’s asserted 
right to an injunction is not, however, based on infringement of a 
copyright of the play, but on an unfair use of the words “Gold 
Diggers.” A copyright of a play does not carry with it the ex- 
clusive right to the use of the title. National Picture Theatres v. 
Foundation Film Corp., 266 Fed. 208; Atlas Mfg. Co. v. Street & 
Smith, 204 Fed. 398; International F. Service Co. v. Associated 
Producers, 273 Fed. 585; Glaser v. St. Elma Co., 175 Fed. 276; 
Corbett v. Purdy, 80 Fed. 901; Harper v. Ranous, 67 Fed. 904; 
Osgood v. Allen, Fed. Cas. No. 10,603. But complainant, by its 
purchase of the right to produce silent and talking motion pictures 
of Hopwood’s play and by its investment of capital and labor in 
the pictures founded upon it, has built up a valuable good-will in a 
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business of pictures of this particular type. The cinematograph 
productions which it has advertised and distributed under the title 
“Gold Diggers” and “Gold Diggers of Broadway” have become 
associated in the public mind all over the United States with the 
Hopwood play and the productions of Warner Bros. Picture, Inc., 
and the title “Gold Diggers,” has acquired a distinctive meaning in 
the motion picture field as descriptive of film versions of the Hop- 
wood play produced by complainant. The words have not before 
been used ‘either alone, or in combination, to designate any other 
full length motion pictures. It is true that they are words of gen- 
eral description and ordinarily would not be subject to preemption 
by any one, but they may not be used by a competitor to deceive a 
public which has long attributed them to complainant’s moving 
pictures. National Picture Theatres, Inc. v. Foundation Film 
Corp., 266 Fed. 208 [10 T.-M. Rep. 385]; Underhill v. Schenck, 
238 N. Y. 7, 20 [12 T.-M. Rep. 209]; Paramore v. Mack Sennett, 
Inc., 9 Fed. (2d) 66. 

The trial judge denied an injunction on the ground that the 
public would not be misled by the title of defendants’ motion pic- 
ture. But the public, by the exhibition of complainant's pictures 
throughout the United States, has been educated to regard “Gold 
Diggers,” when used in connection with a motion picture, as mean- 
ing one of complainant’s pictures based on Hopwood’s play. The 
wide publicity and success of complainant’s pictures seem to us to 
lead to this inference inescapably unless it is rebutted by specific 


evidence, as it has not been. An intent to “gain the advantage” of 


complainant’s celebrity” (McLean v. Fleming, 96 U. S. at p. 251) 


seems evident, and diversion of the latter’s business and deception 


of the public are likely, if not inevitable, consequences of the acts 
complained of. National Picture Theatres v. Foundation Film 
Corp., supra; International F. Service Co. v. Associated Producers, 
273 Fed. 585, 587 [11 T.-M. Rep. 238]; Samson, etc., Works v. 
Puritan, etc., Mills, 211 Fed. at p. 608 [4 T.-M. Rep. 225]; Miller, 
etc., Co. v. Behrend, 242 Fed. at p. 518 [7 T.-M. Rep. 99]. The 
defendants have produced a picture having some characters re- 
sembling those in Hopwood’s play. But their picture apparently 
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differs in many respects and is said to be based on another play, 
and it does not seem to be claimed by any of the parties that there 
is so great a similarity between defendants’ picture and any of 
complainant’s productions as to show an appropriation of the plot 
or literary content of the Hopwood play. Indeed, it may be as- 
sumed that defendants’ picture is wholly different in origin and 
subject-matter. Nevertheless, the use of the descriptive words 
“Gold Diggers” in the title of defendants’ picture would be unfair 
and misleading for they would represent to the public that the 
picture exhibited was produced by Warner Bros. Pictures, Inc., 
and based on Hopwood’s play. ‘The likelihood of confusion and 
proof of it are as strong as in National Picture Theatres v. Founda- 
tion Film Corp., supra. 

It is argued that the silent picture “Gold Diggers” and the talk- 
ing picture “Gold Diggers of Broadway” have run their course and 
no longer need protection and that defendants applied the name 
“Gold Diggers of Paris” to a new talking picture of their own be- 
fore complainant put out “Gold Diggers of 1933.” Even if this 
were so, it would seem to afford no excuse for defendants’ acts. 
The words had become descriptive of any cinematograph produc- 
tions of the complainant based upon the Hopwood play and there 
is no more reason for depriving the complainant of their use in a 
new production based on the Hopwood play than there would be 
to limit a common law trade-mark of a clothing manufacturer to 
the styles of clothing he had previously sold and to deny protection 
where it was used in connection with new designs. The rule in 
trade-marks is analogous. As Justice Holmes said in Beech Nut 
Co. v. Lorillard Co., 273 U. S. 629, 632 [17 T.-M. Rep. 159]: 


A trade-mark is not only a symbol of an existing good-will, although 
it commonly is thought of only as that. Primarily, it is a distinguishable 
token devised or picked out with the intent to appropriate it to a particu- 
lar class of goods and with the hope that it will come to symbolize good- 
will. Apart from nice and exceptional cases, and within the limits of our 
jurisdiction, a trade-mark and a business may start together, and in a 
qualified sense the mark is property, protected and alienable, although as 
with other property its outline is shown only by the law of torts, of which 
the right is a prophetic summary. Therefore the fact that the good-will 
once associated with it has vanished does not end at once the preferential 
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right of the proprietor to try it again upon goods of the same class with 
improvements that renew the proprietor’s hopes. 

Furthermore, even though “Gold Diggers of Broadway” and 
“Gold Diggers of 1933” should be found to have so little resem- 
hlance to the Hopwood play as not to be within the copyright, still 
it may be said that the title “Gold Diggers” through wide publicity 
and long use has come to mean a moving picture of the general 
type we have described produced by Warner Bros. Pictures, Inc., 
and that it is unfair for the defendants to use these words in con- 
nection with another motion picture play of the same general type. 
Irrespective of whether there is continuity of plot or composition in 
complainant’s moving pictures and Hopwood’s play, we think the 
defendants are precluded from using the title “Gold Diggers” for 
any motion picture play likely to compete with complainant’s pro- 
ductions. The words signify origin and a certain standard of com- 
petence and achievement. 

An injunction pendente lite should issue restraining the defend- 
ants from using the words “Gold Diggers” in connection with the 
motion picture “Gold Diggers of Paris’ unless they place upon 
every piece of advertising used in connection with the picture and 
upon the motion picture film also, the words, in type as large as 
“Gold Diggers” “A production of Majestic Pictures Corporation, 
not based on Avery Hopwood’s play or on the motion pictures of 
Warner Bros. Pictures, Inc.,”’ or some equivalent words of differ- 
entiation which may be settled by the District Court after hearing 
the respective parties. In view of the fact that the words “Gold 
Diggers” are in themselves terms of general description, it is but 
to limit their use only so far as may be necessary to prevent unfair 
competition and we think that may be done along the general lines 
which we have indicated. Ziegfeld Follies, Inc. v. Hill, 177 App. 
Div. 881 [7 T.-M. Rep. 138}. 


Order reversed. 
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S. B. Rymer, C. D. Rymer, G. C. Brown anp Dixie Founpry 
Company v. ANcHoR Stove & Rance CoMPpAaNy 


United States Circuit Court of Appeals, Sixth Circuit 
April 13, 1934 


Unram Competition—Use or Srmitar Desien. 

Where one producer seeks to restrain the use by a competitor of a 
similar design or style of dress on his goods, it is the rule that where 
the imitation relates only to matters as to which the defendant has a 
right equal to the plaintiff, there must have been public acquiescence in 
plaintiff's appropriation of such elements as size, shape and color 
sufficient to have created a secondary meaning indicating exclusively 
plaintiff’s goods. 

Unrair Competirion—Use or Srmitvar Styte or CasrneT HEATER. 

Plaintiffs in 1927 began to sell to retail users certain cabinet heaters 
of a characteristic style under the name “Tudor.” In 1928 defendants 
put on the market a heater of a design substantially identical with 
plaintiff's, called “Dixola.” The same year defendants began to make 
under contract for Montgomery Ward & Co. a heater similar to plain- 
tiff’s “Tudor” product, the sale of which by Montgomery Ward & Co. 
to buyers in plaintiff's territory caused the latter many cancellations 
of orders and complaints that plaintiffs were underselling their own 
dealers, thus resulting in a material falling off in their sales. Held 
that defendants should be enjoined from putting out through the mail 
order house heaters resembling those of plaintiffs, without distinguish- 
ing marks indicating their origin. 

Unratr Compettrion—Use or Srmirar Trape Dress—REsponsIBILITY OF 
PRODUCER. 

Held that, in a case like the present, a manufacturer who furnishes 
goods to another for mail order sales, is responsible for contributing 
to any unfair competition which may result. 

Unram Competition—“SuNSHINE” AND “Drxota 640”—Use or ImrraTep 
Construction Desien. 

The sale of defendants under the trade-mark “Dixola 640” of a 
cabinet heater somewhat similar in manufacture to a heater put out 
by the plaintiffs under the trade-mark “Sunshine,” held not to warrant 
an injunction as unfair competition inasmuch as plaintiffs’ trade dress 
had not yet acquired such a secondary meaning as to indicate its 


origin. 

In equity. Action for unfair competition. From a decision of 
the United States District Court for the Eastern District of Ten- 
nessee, both plaintiffs and defendants appeal. Affirmed. 


Sizer, Chambliss §& Kefauver, of Chattanooga, Tennessee, for 
plaintiffs. 


Murray & Zugelter, of Cincinnati, Ohio, for defendant. 
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Simons, C. J.: A bill in equity was filed in the cause below by 
the appellee as plaintiff charging the appellants with the sale of 
cabinet heaters in unfair competition with the plaintiff's product. 
From a decree granting the plaintiff limited injunctive relief, and 
reference to a master to assess damages, both parties have appealed, 
the defendants contending that no relief should have been granted, 
and that in any event the plaintiff was not entitled to damages, 
and the plaintiff's grievance being that neither the injunction nor 
the accounting was broad enough to protect it from future injury, 
and compensate it for losses sustained. 

The case involves a product of the class described by this 
court in Estate Stove Company v. Gray & Dudley Company, 41 
Fed. (2d) 462 [21 T.-M. Rep. 1], and is in many respects factually 
parallel with it. The plaintiff had been a manufacturer of stoves 
since 1865, and in 1925 began the manufacture and sale of cabinet 
heaters, its plan for establishing trade being to grant to retail 
dealers in such cabinets in the medium size and larger cities of 
Illinois, Indiana, Ohio, Kentucky, Tennessee, Virginia, West Vir- 
ginia and North Carolina, an exclusive agency. In 1927 it brought 
out its “Tudor” heater the characteristic feature of which was its 
simplicity and absence of ornamentation, in which respect it dif- 
fered from most of the other cabinets on the market. During 1927 
it spent upwards of $5,000 in advertising, distributed 100,000 cir- 
culars to retail dealers, and manufactured and sold upwards of 
1,600 heaters. 

In 1928 the defendants took into their employ a former sales- 
man for the plaintiff, and shortly thereafter put upon the market a 
heater of substantially identical design, which it called “The 
Dixola” No. 520. Before this heater was ready for the market 
orders were taken thereon from photographs, and while it is not 
exactly clear, there is room for the inference that the photographs 
were pictures of the plaintiff’s “Tudor” cabinet. The heaters sold 
by the defendants to retail dealers and the general public had 
attached to them a plate giving the name of the heater, their own 
names as manufacturers, and the place where the heaters were 
made. 
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Early in 1928, however, the defendants entered into a contract 
to make cabinet heaters for the large mail order house of Mont- 
gomery Ward & Co., of Chicago. It is not disputed that the design 
for the cabinet to be manufactured for Montgomery Ward was the 
design of the plaintiff’s “Tudor” selected by the agent of the mail 
order house from a number of cabinet heaters on display in the 
defendants’ factory. In pursuance of its general sales policy, 
Montgomery Ward did not permit the defendants to put their own 
name plate upon the heater, but required a plate to be put upon the 
inside of the outer casing bearing the inscription “Montgomery 
Ward & Co., Chicago, Illinois. Dictator-Windsor.”’ 

The heater made for Montgomery Ward was sold by it and ad- 
vertised in its catalogue at a much lower price than the plaintiff's 
“Tudor.” Not long after the Montgomery Ward 1928-1929 cata- 
logue appeared, the plaintiff began receiving complaints from retail 
dealers throughout the territory, together with cancellation of 
orders. These complaints almost invariably referred to the photo- 
graphs and descriptions in the Montgomery Ward catalogue, 
charged that the heater there described and depicted was the plain- 
tiff’s “Tudor,” that the plaintiff was guilty of bad faith in under- 
selling its own dealers, and had breached its exclusive agency con- 
tract with them. 

In 1928 the plaintiff's sales fell from 1,600 to between 900 
and 1,000 heaters, and this notwithstanding the earnest efforts of 
the plaintiff to convince its dealers that the Montgomery Ward 
heater was not of its manufacture. Anxious to avoid the com- 
petition thus resulting, and to relieve itself of the charges of bad 
faith and of what one witness called the “storm of protest” that 
followed the appearance on the market of the Montgomery Ward 
cabinet, the plaintiff determined to change its design, and late in 
the summer of 1928 brought out a new heater called “The Sun- 
shine” and issued circulars illustrating and describing it to its re- 
tail customers. In January, 1929, however, it began to receive 
complaints that the defendants were offering a heater similar to 
“The Sunshine.” This heater was put out by the defendant as 
“Dixola 640” and while it is not as slavish a copy of “The Sun- 
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shine” as its earlier heater was of the “Tudor,” it evidently pos- 
sessed enough identical features to cause confusion in the minds 
of the plaintiff’s customers and their prospects, and was sold in 
part of the territory by another of plaintiff's former salesmen. 
“Dixola 640” had upon it a name plate indicating its origin, and it 
was not sold through Montgomery Ward or any other mail order 
house, but directly to dealers. 

The principles to be applied in determining whether a property 
right exists to the exclusion of the public in a mere trade dress or 
design, as distinguished from a trade-mark or a design protected by 
patent, have been fully considered by this court. Globe Wernicke 
Company v. Macey, 119 Fed. 696; Merriam v. Saalfield, 238 Fed. 
1 [7 T.-M. Rep. 110]; Upjohn v. Merrell Co., 269 Fed. 209 [11 
T.-M. Rep. 87]; Moline Company v. Dayton Company, 30 Fed. 
(2d) 16; Estate Stove Company v. Gray & Dudley Company, 
supra. See also Chesebrough v. Old Gold Chemical Company, this 
day announced. It is unnecessary to again trace the origin and 
development of the principles in the above cases discussed. It is 
sufficient to say generally, as was said in the Upjohn Company case, 
that 
where the imitation relates only to matters as to which the defendant has 
prima facie a right equal to the plaintiff, there must have been a public 
acquiescence in plaintiff's appropriation of these things (size, shape and 
color), for his product—a public sanction of the taking—sufficient to have 


created that secondary meaning whereby they have become to the public, 
indicia of origin 


and 


as to those means of identification which are descriptive, or which, for 
any reason, are known and open to all, there is no basis, in principle or 
in authority, for the creating of a title, or quasi exclusive right in plaintiff, 
except the theory that there has been this public sanction of plaintiff’s 
appropriation by acquiescence which has continued long enough and under 
circumstances suitable to raise a presumption that the public concedes the 
right, and to make it inequitable thereafter to dispute it. 


In the Upjohn case, the test applied to determine whether the 
particular form of wafer produced by the plaintiff therein had 
acquired a secondary meaning and the reaction to it of the general 
public, the wafers having been sold in sufficiently identified pack- 
ages to avoid deception of the retail druggist, and so while advertis- 
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ing had been extensive and sales to druggists large, since the wafers 
had not been upon the market a sufficient length of time for the 
consuming public to come to the belief that all wafers of this 
appearance were “Phenolax,” and since short of such rather gen- 
eral belief the plaintiff could have no quasi exclusive right which 
was then infringed by the defendant, relief was denied. It was 
said, however, that each case depends so absolutely upon its own 
circumstances, that a controlling precedent is not to be expected. 

We have here a somewhat unusual situation. While the retail 
dealers were not, when ordering, deceived because their purchases 
were made directly from the plaintiff, and the defendants’ cabinets 
were sufficiently distinguishable by their inner construction and the 
name plate indicating their source, and while there is no proof that 
the general public actually purchased cabinets from Montgomery 
Ward thinking that they were the cabinets of the plaintiff, yet the 
confusion on the part of the dealers resulting from the cuts and 
descriptions in the mail order catalogue as to the source of the 
Montgomery Ward heater, the confusion on the part of prospective 
customers who had seen the plaintiff's cabinet on the floor of the 
dealers, and who had also seen the pictures and descriptive matter 
put forth by Montgomery Ward, is well established by the record. 
And equally well established is the injury to the plaintiff from a 
confusion which brought about the cancellation of orders in some 
instances, and in others necessitated a greater sales effort and ex- 
pense in convincing retail dealers that there had been no breach 
of faith on its part. In the Estate Stove Company case, it was the 
opinion of the court that household devices of this kind would not 
normally be sold because of the mere attractiveness of their out- 
ward dress, and that ordinarily those who purchased them would 
examine them internally and be curious about their operations. 
But sales from catalogue were not in that case involved, nor was 
the effect of mail order competition there considered. 

In the Upjohn case the existence of a secondary meaning to 
the plaintiff's trade dress was denied, though the case was con- 
sidered a close one. In the Estate Stove Company case the ex- 


istence of a secondary meaning in the outward form of the plain- 
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tiff’s cabinet was assumed to exist because of the plaintiff's ex- 
tensive advertising and sales effort. While the advertising and 
other exploitation in the instant case were not as extensive as in 
the Estate Stove Company case, nor cover so wide a field, we think 
that within the limited territory in which the plaintiff's cabinets 
were sold and advertised the confusion that clearly resulted from 
the Montgomery Ward advertising in that territory, both in the 
minds of the dealers and their prospects, sufficiently demonstrates 
that a secondary meaning had attached to the “Tudor” design as 
denoting the origin of the plaintiff's heater, and that we cannot 
upon this record find error in the court’s conclusion that unfair 
competition resulted. The court was also right in its conclusion 
that where the accused cabinets were plainly marked as being the 
product of the defendants, no substantial deception could result 
under the doctrine approved in the Estate Stove Company case, 
on the theory that where one maker adopts the external appearance 
of another’s product, he gains absolution from liability when he 
himself furnishes “the antidote with the bane.” 

However, in the sales made to Montgomery Ward there were no 
identifying marks on the defendant’s product to denote its origin. 
The explanation is that the maker’s plate was omitted not with 
purpose to deceive, but to comply with the Montgomery Ward re- 
quirements in pursuance of its universal sales policy. But this 
will not permit the defendants to escape liability. They were 
under no obligation to sell to Montgomery Ward. Having assumed 
the plaintiff's trade dress deliberately, and therefore without doubt 
intending to profit by the plaintiff’s good-will, and having in re- 
spect to the heaters sold to Montgomery Ward dispensed with the 
distinguishing marks by which both confusion and liability therefor 
could be avoided, it put within the power of its customer an oppor- 
tunity for invading the plaintiff's property right, and the maker 
has been generally held to responsibility for contributing to the 
unfair competition which in such cases results. Warner & Com- 
pany v. Lilly & Co., 265 U. S. 526 [14 T.-M. Rep. 247] 

The decree below went no further than to enjoin the sale of 
the defendant’s heaters resembling those of the plaintiff without 
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distinguishing marks indicating their origin, and to grant an ac- 
counting and assessment of damages to the extent that they had 
been sold without such distinguishing marks. The precise extent 
and kind of relief in cases such as this must, in the first instance, 
be a matter for the discretion of the District Court. Crescent Tool 
Company v. Kilborn § Bishop Co., 247 Fed. 299 (C. C. A. 2) [8 
T.-M. Rep. 177]. We cannot say upon this record that the relief 
granted was either an abuse of or an unwise exercise of such dis- 
cretion. Whether in the case of mail order sales such as those to 
Montgomery Ward the antidote would be equal to the bane we are 
not obliged to say, and the plaintiff does not in this respect com- 
plain of the decree. 

As to the imitation of the plaintiff's “Sunshine” heaters by 
“Dixola 640,” it may weli be argued that the trade dress of this 
heater had not yet acquired such secondary meaning as to indicate 
its origin. Had this imitative effort of the defendant stood alone, 
there might indeed be doubt as to the validity of the decree, but 
where imitation of another’s product follows not only a basic 
design which has acquired a secondary meaning, but follows rather 


closely and swiftly such variations as are made for the very pur- 


pose of escaping the unfair competition resulting, equity ought not 
be too zealous to draw nice distinctions between basic designs and 
subsequent modifications thereof, and in any event the decree does 
not compel any more specific indication of origin than the defend- 
ant without compulsion undertook to make. 

As to the accounting and assessment of damages decreed below, 
we recognize equally with the court below the difficulty of submit- 
ting to the master the proofs upon which damages may be assessed. 
The difficulty is not, however, insurmountable. Certainly, with re- 
spect to the orders actually cancelled and not reinstated upon ex- 
planation by the plaintiff to its dealers, there is a sufficiently ade- 
quate factual basis for measuring damages, though we do not mean 
by this to imply that the proofs should be limited to such cancel- 
lations. 

The decree below is affirmed. 
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Tue Bayer Company, Inc. v. SUMNER Printine Co., Akron EN- 
GRAVING Co., Hanpy PackaGE Saues Co., anp THE 
INDEPENDENT Druga Co. 


United States District Court, Northern District of Ohio, 
Eastern Division 


May 8, 1934 


TrApe-Marks—INFRINGEMENT—“Bayer’s ASPIRIN”—REPACKAGING 
OricinaL Trape-Marxk. 

A manufacturer’s trade-mark is infringed when used in connection 
with genuine goods repackaged from larger containers without 
authority. 

Defendant bought in open market “Bayer Tablets of Aspirin” in 
large trade packages bearing the name “Bayer” and the Bayer cross 
trade-mark, and repacked the tablets, placing two in envelopes attached 
to cards displaying the name “Bayer” and the Bayer cross. Held, in- 
fringement of plaintiff’s trade-marks. 

Trave-M arks—INFRINGEMENT—SvuiTs—PartiEs—LiABILITY. 

In the case at issue, the seller of the cards, the manufacturer of the 

plates from which the cards were printed, the printer of the cards, and 


the wholesale druggist distributing them, held jointly and severally 
liable as infringers. 


UNDER 


In equity. Suit for trade-mark infringement and unfair com- 
petition. Decree for plaintiff. 


Holliday, Grossman & MacAfee, of Cleveland, Ohio, and 
Edward S. Rogers, of New York City, for plaintiff. 

F. E. Shannon, of Akron, Ohio, for defendants Sumner Printing 
Co., Akron Engraving Co., and Handy Package Sales Co.; 
Brouse, Englebech, McDowell, May & Bierce, of Akron, 
Ohio, for defendant The Independent Drug Co. 


Plaintiff, ‘The Bayer Company, Inc., since 1899 has used as 
trade-marks on the packages containing various pharmaceutical 
products, particularly tablets of aspirin, the word “Bayer” and 
the word “Bayer” arranged in the form of a cross. A specimen 
of the counter display widely used by the plaintiff is shown on 
page 277 (Fig. 1). 

“Bayer Tablets of Aspirin” are packed by The Bayer Company 
in three sizes of packages only, containing respectively 100, 24, and 
12 tablets. 
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The defendants, and their acts complained of, were as follows: 

Hamilton Hardgrove, doing business under the name Handy 
Package Sales Co., in Akron, Ohio, purchased large packages of 
“Bayer Tablets of Aspirin,” repackaged the tablets by placing 
two in a small transparent envelope, and pasted the envelopes on 
large display cards, to be torn off separately as sold. Defendant’s 
display card is shown on page 278 (Fig. 2). 

The cards were printed by Joseph A. Herman, doing business as 
Sumner Printing Company. The plates were made by Akron En- 
graving Company. The Independent Drug Company distributed 
some of the cards. 

The defense was that the tablets sold on these display cards 
were actually genuine “Bayer Tablets of Aspirin’ which had 
originated with and had been sold by The Bayer Company, and 
therefore the use of the “Bayer” trade-marks on defendant’s dis- 
play cards was appropriate and truthful. It was argued that the 


Bayer Company had not been and could not be damaged, but on 





TWENTY-FOUR TRADE-MARK REPORTER 


Fic. 2 


the contrary was benefited by the defendants’ activities because 
the defendants placed “Bayer Tablets of Aspirin” in outlets which 
the Bayer Company did not sell and where they reached a new and 
additional class of purchasers. 
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Jones, D. J.: This matter was submitted on the merits upon 
an agreed statement of facts, upon due consideration of which, and 
briefs, decision has been reached. 

If the plaintiff sells its product in the open market, it is not 
damaged by any truthful method of resale adopted by the pur- 
chaser, so long as such method does not make use of the trade-mark 
and display cards of the plaintiff in a way that leads the purchas- 
ing public to believe that the plaintiff has adopted that practice in 
marketing its product. The plaintiff is not required to submit to a 
new and wider use of its product by a merchandising practice 
which tends to confuse or deceive the public and which will impair 
or prejudice its regular sales under its trade-mark and standard 
display, and in its original packages. The defendants do market 
the product of the plaintiff so as to give the impression to the 
public that the plaintiff sponsors the defendants’ sale in packages 
of two, whereas no such method has been in use by the plaintiff. 
To that extent, such sale is deceptive; and the use of the plaintiff’s 
trade-mark on identical display cards as those used by the plaintiff 
is calculated to lead the public to believe that the product as thus 
marketed by the defendants is the plaintiff's. That defendants 
recognize this is evidenced by the attempt to escape the implications 
in the use of the plaintiff's display card and trade-mark by the 
band with small printing placed across the packages, and stating 
the real facts. 

I think the plaintiff entitled to injunctive relief, and it is so 
ordered. 


Findings of Fact 


1. Plaintiff is a citizen of the State of New York. Defendants 
are citizens of the State of Ohio, and residents and inhabitants of 
the Northern District of Ohio, Eastern Division. The value of 
the rights involved in this case is in excess of Three Thousand 
Dollars ($3,000), exclusive of interest and costs. 

2. For many years plaintiff has been the owner of trade-marks 
consisting of the word “Bayer” and the word “Bayer” arranged in 
the form of a cross, applied to goods produced and sold by it gen- 
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erally throughout the United States. Said trade-marks are of 
great value and well known to the public as designating and identi- 
fying the products to which they are applied as coming from the 
plaintiff. 

3. Plaintiff’s said trade-marks have been duly registered under 
the Act of Congress of February 20, 1905. 

4. Plaintiff, for many years, has applied its said trade-marks to 
containers and display cards. Specimens of such display cards are 
attached as Exhibit B to the bill of complaint and Exhibit B-1 
hereto. Exhibit B-1 is a facsimile in black and white, the printing 
and darker portions of the original exhibit being brown on a buff 
ground except the word “Genuine” which is in red. Such con- 
tainers and display cards are well known to the public and are the 
means by which the plaintiff’s goods are recognized when displayed 
in stores where plaintiff's goods are sold. 

5. Plaintiff sells “Aspirin” only in three distinct packages, viz., 
100 tablets, 24 tablets and 12 tablets, the full retail prices of which 
are accepted as 95c., 35c. and 20c., respectively, and plaintiff does 
not wish its product to be dispensed to the public except in its 
original unbroken packages. 

6. Plaintiff's product is a medicine, and it is plaintiff's desire, 
as far as practicable, to confine its sales to drugstores. 

7. Defendant Hamilton Hardgrove does business as the Handy 
Package Sales Co. Defendant purchases plaintiff's product in 
large packages, and without the license or consent of the plaintiff, 
breaks the packages, places two of the tablets in an envelope and 
attaches the envelope to a card of which Exhibit C is facsimile in 
black and white, the printing and darker portions of the original 
exhibit being brown on a buff ground except the word “Genuine” 
which is in red, being a substantial duplicate of plaintiff’s display 
card and container Exhibit B and B-1. 

8. Defendant’s cards, Exhibit C, lead the purchasing public to 
believe that the plaintiff has adopted the practice of selling its 
product in packages containing two tablets. 

9. Defendant’s method tends to confuse and deceive the public 
and impairs or prejudices plaintiff's regular sales under its trade- 
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marks and standard display and in its original packages. Defend- 
ant’s methods of marketing plaintiff’s product gives the impression 
to the public, contrary to the fact, that plaintiff sponsors the de- 
fendant’s sales in packages of two, and to this extent such sale is 
deceptive. 

10. The use of plaintiff's trade-marks on identical display cards 
as those used by plaintiff is calculated to lead the public to believe 
that the product as thus marketed by the defendant is the plaintiff's. 

11. Plaintiff's trade-marks are used in interstate commerce and 
defendant’s cards, Exhibit C, are sold in interstate commerce. 

12. Defendant Akron Engraving Co. made the plates from 
which such cards Exhibit C are printed. 

18. Defendant Joseph A. Hermann printed the cards from said 
plates. 

14. Defendant Independent Drug Co., a wholesale dealer, sold 
and distributed display cards identical with Exhibit C. 


Conclusions of Law 


15. Plaintiff's registered trade-marks are valid and subsisting. 

16. Defendant’s methods as above found infringe plaintiff's 
trade-marks and constitute unfair competition. 

17. Plaintiff is entitled to injunctive relief accordingly. 

The following decree was entered on May 8, 1934: 


The Court having, in conformity with Equity Rule 7014, made its 
separate findings of fact and conclusions of law. 

It is Orperep, ApsJupcep and Decreep that the defendants, Joseph A. 
Hermann and Akron Engraving Co., their officers, agents, servants and 
employees be and the same hereby each and all are perpetually enjoined 
and restrained 

(A) From making or participating in the making of any reproduction, 
counterfeit, copy or colorable imitation of plaintiff's registered trade- 
marks, or any of them, and affixing the same to labels, signs, prints, 
wrappers or receptacles intended to be used upon or in connection with 
the sale of merchandise of substantially the same descriptive properties 
as those set forth in plaintiff’s registrations. 

(B) From parting with or disposing of any of such cards, labels, signs 
or prints, wrappers or receptacles in the possession of or under the control 
of said defendants, or the plates from which the same were made, or any 
other material bearing any of plaintiff’s trade-marks. 

It is further Orprep, Apsupcep and Decreep that the defendant, Hamil- 
ton Hardgrove, his associates, agents, servants and employees be and the 
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same each and all are perpetually enjoined and restrained from using the 
word “Bayer” or the Bayer cross trade-mark, or any simulation of plain- 
tiff’s packages, labels and display cards upon or in connection with any 
product sold by defendant; if, however, defendants should repackage 
genuine tablets of plaintiff's manufacture, purchased by defendant in the 
open market, the defendant in such case may state the fact substantially 
as follows: 


“Contents are genuine ‘Bayer Aspirin’ repacked by Handy Package 
Sales Co., not connected with The Bayer Co., Inc.” The words “not con- 
nected” to be printed in a separate line above the words “with the Bayer 
Co., Inc”; every word in said statement to be in letters of the same size, 
color, type and general distinctiveness; the defendant may make no use 
of the word “Bayer” except as a part of said statement. 

Defendant may not use the word “Genuine” in connection with the 
name “Aspirin” unless the word “genuine” is plainly distinguished in style 
of printing, type, color and general appearance from the word “genuine” 
as used by plaintiff. 

It is further OrperEp, Apsupcep and Decreep that the defendant, The 
Independent Drug Co., its officers, agents, servants and employees be and 
the same each and all are perpetually enjoined and restrained from selling 
or distributing any display cards of the defendant Hardgrove or of any 
like cards; defendant The Independent Drug Company may, however, sell 
or distribute display cards conforming to this decree. 

The plaintiff having waived its prayer for an accounting of damages 
and profits, no decree is made with respect thereto. 

It is further OnpErED, Apsupcep and Decreep that plaintiff recover from 
the defendants, except The Independent Drug Co., jointly and severally 
the costs of this suit and have execution therefor. 


H. Freeman & Son, Inc. v. F. C. Huycx & Son, Inc. 


United States District Court, Northern District of New York 


April 21, 1934 


Trane-Marks—Unrair Competition—License to Use—Errect or Con- 
TRACT. 

Plaintiff, a dealer in men’s and boys’ clothing, in 1929 made a verbal 
contract with defendant to buy its merchandise, theretofore sold as 
“Kenwood Cloth,” and to manufacture it into men’s and boys’ clothing 
which it was to sell as “Kenwood Special Fabrics,” defendant’s under- 
standing being that plaintiff was to gradually increase its consumption 
of defendant’s cloth until it reached the total output. On September, 
1933, defendant severed its relations with plaintiff and contracted with 
another firm for the sale of its “Kenwood Cloth,” whereupon plaintiff 
brought suit seeking injunction and damages. Held that, inasmuch as 
no contract in perpetuo was made, and as plaintiff had failed to in- 
crease its purchase from defendant to the quantity agreed upon, de- 
fendant was justified in concluding that plaintiff would not or could 
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not so increase its purchase, and the plaintiff was, accordingly, not en- 
titled to injunction restraining the defendant from terminating the 
arrangement. 


Unrarm Competirion—Laspets—“FLEECELITE” ON QuvuILTING—EFFECT OF 
Business TRANSFER. 

In the case at issue, where defendant was the first to adopt and affix 
to a cloth manufactured for it by plaintiff the word “Fleecelite,” which 
word the defendant registered as a trade-mark in its name, held that, 
defendant, by withdrawing its Kenwood cloth from plaintiff, lost all 
rights it had in the mark “Fleecelite” and other names similarly used. 
Defendant could not, therefore, transfer use of said names to a new firm 
which it had authorized as its selling agents. On the same ground, 
plaintiff held not to be deprived of its exclusive rights in the name 
“Fleecelite.” The fact that defendant had registered said word as its 
trade-mark was not conclusive that the plaintiff had no rights therein. 
In equity. Action for alleged unfair competition and cross bill 


by defendant. Judgment for plaintiff. 


Niele F. Towner, of Albany, N. Y. (Henry S. Mesirov, of 
Philadelphia, Pa., of counsel), for plaintiff. 

Watson & Luby (John C. Watson and Charles H. Andros, of 
counsel), all of Albany, N. Y., for defendant. 


Cooper, J.: Plaintiff, a Philadelphia clothing manufacturer, 
sues defendant, a New York State Corporation, upon a bill in 
equity seeking injunction and damages. The defendant denies that 
plaintiff is entitled to any relief and asks for injunction against 
the plaintiff. 

The defendant is a manufacturer of woolen products, having 
mills at Rensselaer, N. Y., and elsewhere. 

Among the many products made by the defendant is woolen 
cloth for clothing. 

Defendant has for a long time used trade-marks upon its woolen 
products, one consisting of the word “Kenwood,” registered in 
1913, and again in 1930, and claimed to have been used by defend- 
ant and its predecessors since 1895; and another consisting of the 
words “Kenwood Woolen Products” and “a panel in outline, in 


which is a pictorial representation of a mountain ram occupying a 
prominent position in the foreground and woods and a portion of a 
mountain range forming the background” registered May 14, 1929, 
Trade-Mark No. 256,433 and claimed to have been used on some 
of its wool products since 1918. 
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During the many years of manufacture of defendant’s woolen 
products, such products, with the “Kenwood” trade-mark, have 
acquired wide-spread reputation for excellence of quality. 

The defendant itself never manufactured men’s or boys’ cloth- 
ing from its woolen cloth to any appreciable extent, but it did in a 
small way sell such clothing manufactured by others. 

The defendant had never prior to 1928 granted to any clothing 
manufacturer the exclusive right to manufacture clothing from its 
cloth with the exclusive right to affix the “Kenwood” trade-mark on 
such clothing, though prior to 1928 the plaintiff had granted a 
non-exclusive right to Brickner, Levy and Bibas, who did manu- 
facture some clothing from defendant’s cloth and affix a label bear- 
ing the words ‘““Kenwood Special Fabrics” thereon. 

The minimum annual output of woolen cloth for clothing at 
defendant’s mills is about 5,000 pieces, averaging fifty yards per 
piece, or a total of some 250,000 yards. 

The defendant was compelled to sell its cloth in the open market 
in competition with other clothing manufacturers and such trade 
conditions was not altogether satisfactory to defendant because 
it was difficult to maintain its quality and price and sell sufficient 
cloth to take up its minimum output. 


The plaintiff is a long established clothing manufacturer in 
Philadelphia, Pa., enjoying a good reputation and doing a sub- 
stantial business in the manufacture and sale of clothing, including 
men’s and boys’ suits and overcoats. Hereinafter the word “‘cloth- 
ing” will be used to indicate men’s and boys’ suits and overcoats 
made from defendant’s cloth unless otherwise indicated. 


In 1928 the parties made an arrangement under which the de- 
fendant sold its cloth to the plaintiff and the plaintiff manufactured 
the same into clothing, affixed the defendant’s trade-mark thereon 
and sold the same to the trade. The original arrangement was 
apparently for six months or one season, but it was renewed or con- 
tinued and the relation continued in existence until September, 
1933, when it was terminated by the defendant, and defendant 
arranged with a Rochester, N. Y., concern to buy its cloth and 
make clothing therefrom and affix the trade-mark thereto. 
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Upon the terms and nature of the arrangement between the 
parties depend their rights and remedies. As may be expected, 
the parties are not altogether in agreement as to the terms of the 
arrangement and most sharply disagree about its nature and their 
respective rights and remedies thereunder. 

Plaintiff claims that by a fair construction of the arrangement 
the defendant transferred to the plaintiff the exclusive and per- 
petual right to employ the “Kenwood” trade-mark and label upon 
clothing made by the plaintiff from defendant's cloth, together with 
the transfer of a potential business, namely the business contem- 
plated by the parties to be built up by plaintiff's manufacture and 
sale of clothing bearing the exclusive “Kenwood” label or trade- 
mark, from defendant’s cloth. 

Plaintiff further contends that defendant cannot be permitted 
to destroy a good-will which had been thus created and for des- 
truction of which plaintiff has no adequate remedy at law and that 
defendant should be enjoined from selling any of its “Kenwood” 
cloth to any other person for the purpose of permitting such person 
to manufacture clothing therefrom with or without the “Kenwood” 
trade-mark and label and with or without the addition of certain 
designated words heretofore used by plaintiff on the “Kenwood” 
clothing made by it, together with damages alleged to have been 
sustained by plaintiff. 

The defendant’s view is that the arrangement between the 
parties was merely a license by the defendant to the plaintiff to use 
this “Kenwood” label and trade-mark, together with the additional 
words upon the label agreed upon between the parties, first, for a 
trial period of six months and then for a further indefinite period, 
and which license the defendant could terminate at any time at its 
pleasure without breach of faith, and without any legal damage or 
the right of any equitable relief on the part of the plaintiff, and 
which defendant did terminate in September, 1933. 

There was no written contract, agreement or embodiment of the 
terms of the arrangement between the parties. What the arrange- 
ment was must be largely determined from the statements and con- 
duct of the parties. Some of these statements are embodied in 








286 TWENTY-FOUR TRADE-MARK REPORTER 


letters. More are to be found in conversations between representa- 
tives of the parties. 

The bill of complaint alleges that the plaintiff through its 
President, Benjamin H. Freeman, originated the idea of adopting 
the trade-mark “Kenwood Wool Products” with the ram, as plain- 
tiff’s label, to be used in connection with various trade labels 
alleged to have been originated by the plaintiff and containing the 
word “Kenwood” upon such clothing manufactured by the de- 
fendant and that the plaintiff submitted the idea to H. M. Ashby 
and the Vice-President and General Manager of the defendant and 
that the defendant acting through said Ashby, approved the idea 
and the proposed use of such labels by the plaintiff as plaintiff's 
exclusive label upon “Kenwood” cloth to be purchased from de- 
fendant. 

The fact is that one Dittman, in charge of sales for the plain- 
tiff and apparently having broad authority to represent the plain- 
tiff, broached to an agent of the defendant, Mr. Gage, now de- 
ceased, at the New York offices of the defendant, the matter of an 
arrangement between the parties, by which the plaintiff would 
manufacture clothing from defendant’s cloth and fix the “Kenwood” 
label thereon. 

According to the plaintiff's agent Dittman, the defendant’s 
representative Gage declared that he was without authority to make 
any such arrangement and must submit it to the defendant, which 
he would do. Shortly thereafter, Dittman and Gage had another 
conversation in which Gage informed Dittman that the defendants 
were willing to embark on such an arrangement. Dittman cannot 
remember that there was any six months’ limitation of time or 
limitation to the spring season of 1929 as a trial period. 

That the original arrangement was for six months or season’s 
period is reasonably certain, however, from the instructions which 
Ashby gave over the phone to the New York Agent, Gage, and 
which were embodied in a letter written by Gage. Neither Dittman 
nor Freeman, the President of the plaintiff company, recollect see- 
ing this letter but they do not deny receiving it. By a fair pre- 
ponderance of evidence it seems to have been sent. 
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The pertinent paragraphs of the letter in question read as 
follows: 

H. Freeman & Son, Inc., to have exclusive right to use our registered 
label for the spring of 1929, with one exception, that is, if we deem it 
good business to allow Brickner, Levy & Bibas to use our label we are to 
have the privilege of doing so... . 

It is our intention to give you all the cooperation we can from our 
advertising department to help you put over “Kenwood” cloth in a big 
way. 

Believe the above covers all the points we discussed. 

We are looking forward to the spring season with a great deal of 
satisfaction. Personally, I believe it will be the means of continued asso- 
ciations, which will be both profitable to H. Freeman & Son and Kenwood 
Mills. 


This statement harmonizes with the instructions which Ashby 
says he authorized Mr. Gage, the New York Agent, the writer of 
the letter, to transmit to the plaintiff, except that the last sentence 
was clearly the personal expectation of Gage. 

Mr. Ashby, the defendant’s General Manager and officer of 
highest authority, testified that his instructions to be transmitted 
to the plaintiff company for the initial arrangements were these: 
(pages 513-516): 

I instructed Mr. Woodruff and Mr. Gage to offer the Freeman Com- 
pany the exclusive right to use the “Kenwood” label for a six-months’ 
period with no stipulation as to the amount of material to be taken but 
with freedom to us to sell to other clothing manufacturers without the 
right to use the label and exempt from the label restrictions, Brickner, 
Levy & Bibas. ... I instructed Mr. Gage and Mr. Woodruff to see that the 
control of the label was retained in our hands as to issue and prepara- 
tion... 

The weight of evidence is that the original arrangement was 
for a six-months’ period. The evidence shows no written agree- 
ment for the continuance of the arrangement nor the terms thereof. 
The parties seem to have gone on with the arrangement in the ex- 
pectation that it would be to their mutual benefit. 

Plaintiff's representative Dittman, says that he again talked 
with the deceased Mr. Gage with reference to the contemplated 
fall season of 1929. Mr. Dittman testified as follows (see record, 
pages 25 and 26): 


We had marketed the first few pieces, high spotting them, trying to 
get our dealer reaction and I next came to New York to talk to Mr. Gage 











286 TWENTY-FOUR TRADE-MARK REPORTER 


letters. More are to be found in conversations between representa- 
tives of the parties. 

The bill of complaint alleges that the plaintiff through its 
President, Benjamin H. Freeman, originated the idea of adopting 
the trade-mark “Kenwood Wool Products” with the ram, as plain- 
tiff’s label, to be used in connection with various trade labels 
alleged to have been originated by the plaintiff and containing the 
word “Kenwood” upon such clothing manufactured by the de- 
fendant and that the plaintiff submitted the idea to H. M. Ashby 
and the Vice-President and General Manager of the defendant and 
that the defendant acting through said Ashby, approved the idea 
and the proposed use of such labels by the plaintiff as plaintiff's 
exclusive label upon “Kenwood” cloth to be purchased from de- 
fendant. 

The fact is that one Dittman, in charge of sales for the plain- 
tiff and apparently having broad authority to represent the plain- 
tiff, broached to an agent of the defendant, Mr. Gage, now de- 
ceased, at the New York offices of the defendant, the matter of an 
arrangement between the parties, by which the plaintiff would 
manufacture clothing from defendant’s cloth and fix the “Kenwood” 
label thereon. 

According to the plaintiff's agent Dittman, the defendant's 
representative Gage declared that he was without authority to make 


any such arrangement and must submit it to the defendant, which ° 


he would do. Shortly thereafter, Dittman and Gage had another 
conversation in which Gage informed Dittman that the defendants 
were willing to embark on such an arrangement. Dittman cannot 
remember that there was any six months’ limitation of time or 
limitation to the spring season of 1929 as a trial period. 

That the original arrangement was for six months or season’s 
period is reasonably certain, however, from the instructions which 
Ashby gave over the phone to the New York Agent, Gage, and 
which were embodied in a letter written by Gage. Neither Dittman 
nor Freeman, the President of the plaintiff company, recollect see- 
ing this letter but they do not deny receiving it. By a fair pre- 
ponderance of evidence it seems to have been sent. 
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The pertinent paragraphs of the letter in question read as 
follows: 

H. Freeman & Son, Inc., to have exclusive right to use our registered 
label for the spring of 1929, with one exception, that is, if we deem it 
good business to allow Brickner, Levy & Bibas to use our label we are to 
have the privilege of doing so... . 

It is our intention to give you all the cooperation we can from our 
advertising department to help you put over “Kenwood” cloth in a big 
way. 

Believe the above covers all the points we discussed. 

We are looking forward to the spring season with a great deal of 
satisfaction. Personally, I believe it will be the means of continued asso- 
ciations, which will be both profitable to H. Freeman & Son and Kenwood 
Mills. 


This statement harmonizes with the instructions which Ashby 
says he authorized Mr. Gage, the New York Agent, the writer of 
the letter, to transmit to the plaintiff, except that the last sentence 
was clearly the personal expectation of Gage. 

Mr. Ashby, the defendant’s General Manager and officer of 
highest authority, testified that his instructions to be transmitted 
to the plaintiff company for the initial arrangements were these: 
(pages 513-516): 

I instructed Mr. Woodruff and Mr. Gage to offer the Freeman Com- 
pany the exclusive right to use the “Kenwood” label for a six-months’ 
period with no stipulation as to the amount of material to be taken but 
with freedom to us to sell to other clothing manufacturers without the 
right to use the label and exempt from the label restrictions, Brickner, 
Levy & Bibas. ... I instructed Mr. Gage and Mr. Woodruff to see that the 
control of the label was retained in our hands as to issue and prepara- 
THO .4 

The weight of evidence is that the original arrangement was 
for a six-months’ period. The evidence shows no written agree- 
ment for the continuance of the arrangement nor the terms thereof. 
The parties seem to have gone on with the arrangement in the ex- 
pectation that it would be to their mutual benefit. 

Plaintiff's representative Dittman, says that he again talked 
with the deceased Mr. Gage with reference to the contemplated 
fall season of 1929. Mr. Dittman testified as follows (see record, 
pages 25 and 26): 


We had marketed the first few pieces, high spotting them, trying to 
get our dealer reaction and I next came to New York to talk to Mr. Gage 
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and told him at that time that we would do a good job on this particular 
fabric providing that we were properly protected with some sort of cumu- 
lative value of the past efforts of the “Kenwood” label and add our own 
ideas of our promotional thoughts and go after a national distribution 
with such a hook-up. In other words I asked for exclusive protection as 
far as the label fabric was concerned. 

Mr. Gage told me that he was not in a position to O. K. an arrange- 
ment of this sort. He would have to get in touch with the mill. I later 
heard from Mr. Gage that he had taken the question up with Mr. Ashby, 
General Manager of the Kenwood Mill. ... Mr. Gage told me... . that 
Mr. Ashby felt that we were approaching it in the right way and the 
mill would be doing the right thing by agreeing to an exclusive proposition 
and he would let us have the label and would give us certain material... . 

Neither Mr. Gage nor Mr. Woodruff seemed to be in position to make 
any deliveries or any promises. Mr. Gage told me the thing would have 
to be taken up at the home office and Mr. Ashby would be the only man who 
could rule on such terms (page 138). 


Mr. Dittman also stated that he did not know very much about 
the arrangement that was actually entered into between the de- 
fendant and plaintiff with reference to the use of labels (page 151). 
He also said that plaintiff had never before used a label on their 
clothing except for special promotional features (page 33). 

Mr. Dittman states what he understood the arrangmement to be 
upon the question of label protection or infringement against the 
label. He was asked (pages 153 to 155): 


Q. Do you recall any conversation with reference to who was going to 
protect the label against infringement? 

A. The only question of label protection is that at all times I was 
given to understand by the members of the defendant’s organization with 
whom I came in contact, that the plaintiff would at all times protect so 
far as unfair competition by manufacture or unfair use of label... . Any 
time I ran across anything that was of a similar nature, I invariably 
wrote to the mill and called it to their attention. 
It is clear from the plaintiff's own testimony that the defend- 
ant paid for all labels that were placed on the clothing. It is clear 
also that the words “authorized use of registered trade-marks” 
appeared on all labels put by the plaintiff on the clothing manu- 
factured from defendant’s cloth, with two exceptions, one the Stern 
Bros., and the other the Kenwood store in Chicago. The Kenwood 
store was a store conducted by the defendant. 

It also appears from the plaintiff's testimony that in only two 
cases did the plaintiff’s name appear on any of the labels. One 


was the case of Bullock & Company of Los Angeles, Calif., and the 
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other was the goods sold by the plaintiff’s in their own retail store 
in Philadelphia, which bore the general standard label: 


Kenwood Fabric, tailored by Freeman of Philadelphia. 


Freeman, the President of the plaintiff company, testified (page 
374) that Dittman of plaintiff made all arrangements between 
plaintiff and defendant for the use of the “Kenwood” labels. 
Freeman also testified (page 375) that he participated in the 
arrangement for permanent use of the label made with Ashby early 
in 1930 but gives no conversation concerning the same. 

Plaintiff's President Freeman also testified that the first con- 
versation he had with Ashby relative to the arrangement between 
the plaintiff and defendant was some time after the plaintiff began 
the manufacture of goods and put the label on. He testified as 
follows (page 313): 


The purpose and arrangement that we had with Mr. Ashby were that 
we were to adjust our business as rapidly as we could do so until we got 
to the point where we would absorb the natural production of the mill, 
which approximated 5,000 pieces per year. Until we arrived at that 
point the Kenwood Mills would have the right to sell the fabrics to other 
manufacturers, of course, without the label and we were to continue to 
buy our goods independently wherever we felt it necessary to do so until 
we achieved the final result. That is, which was the natural picture, their 
5,000 pieces of goods was the natural amount of goods which we would 
ordinarily manufacture with our volume of business, that was the purpose 
and intent of the arrangement. 


It is reasonably clear from this testimony that the goal of the 
arrangement was that plaintiff should take all of defendant’s output 
of “Kenwood” cloth (5,000 pieces per year) and should buy and 
use no other cloth for clothing except the “Kenwood” cloth of de- 
fendant. 


Freeman also testified that there was no time fixed for arriving 
at the goal, but that he figures it would be six or eight years (page 


376) and that he “understood” the arrangement was permanent 
(page 378). 

He also testified (page 382) that he believed that throughout 
the course of the arrangement his company should have the right 
to the perpetual use of the “Kenwood” trade-mark and label. 

Mr. Ashby, the defendant general manager also testified that 
the aim or goal of the arrangement was that plaintiff should take 
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the entire production of 5,000 pieces. He said there was no 
definite time fixed when plaintiff should take the entire production. 

It was contemplated by the parties that the use of defendant’s 
cloth by plaintiff for the manufacture of such clothing and devotion 
of plaintiff's entire consumption to “Kenwood” cloth, should make 
reasonable progress toward the goal. There was implied in this 
arrangement the utmost good faith and cooperation and such dili- 
gence commensurate with the circumstances as could reasonably be 
expected on the part of the plaintiff in the efforts to reach the goal. 

It was expressed or implied as part of this arrangement that the 
defendant should receive such prices for its goods as was reason- 
able under the labor and trade conditions which might exist from 
time to time, yielding the defendant a reasonable profit on the 
manufacture of the cloth. The arrangement contemplated that the 
defendant should not be at all times met with competitive prices 
from other cloth manufacturers and be compelled to meet these 
prices. On the other hand the defendant could not arbitrarily set 
its price so that it would reap an immoderate profit and handicap 
the plaintiff in selling the suits and coats made from the defendant’s 
cloth. 

This non-competitive basis was understood from the beginning 
by both parties. The plaintiff, on the other hand, was to buy and 
pay for the defendant’s cloth on this reasonable profit basis and 
was not to quibble at the prices so long as the defendant did not 
exact a price not warranted by the quality of its goods and the 
varying labor and material costs from time to time, plus such rea- 
sonable profit. 

Without any more definite arrangement between the parties, 
the relations continued, their mutual interests and good intentions 
holding them together. 

The clothing made by the plaintiff out of defendant’s “Ken- 
wood” cloth was extensively advertised and the major portion of 
the expense was borne by the defendant. 

Defendant complains of the plaintiff, asserting that plaintiff 
frequently tried to put the price on defendant’s cloth upon a com- 
petitive basis, particularly with reference to flannel, which defend- 
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ant was not making at the time the arrangement was made but the 
manufacture of which plaintiff induced the defendant to undertake 
at some expense to the defendant for change of machinery or addi- 
tional machinery, change of plant, etc. 

If the output of flannel by the defendant were eliminated from 
the cloth sold by defendant to plaintiff, the purchase by plaintiff 
of defendant’s cloth never came anywhere near the total output of 
the defendant’s mill while the arrangement was in force. If the 
flannel is to be considered as included in the total output of the 
defendant’s mill, then it is clear that the plaintiff's did question the 
price of the defendant’s flannel and did put it on a competitive 
basis or attempt to do so. Nor was the plaintiff's consumption at 
all commensurate with defendant’s output at any time. 

Defendant complains also of plaintiff's general lack of dili- 
gence in building up this business of manufacture and sale of suits 
and clothing from defendant’s cloth. 

The record discloses several objections by defendant to plaintiff 
along these lines and promises by the plaintiff to increase its manu- 
facture and sale of suits and overcoats from defendant's product 
(Rec., page 319). 

Plaintiff asserts that it did enter upon a campaign of renewed 
diligence at expense to the plaintiff and that there was no justifi- 
cation for defendant’s decision to cancel the arrangement on any 
such grounds. 

Plaintiff, while denying that it had ever exercised anything but 
the utmost good faith, contends that defendant itself was at fault 
and prevented the plaintiff from exercising as much diligence and 
obtaining as much results as it might have obtained, had defendant 
itself been more diligent. 

Defendant asserts that any delay on its part in delivering cloth 
to plaintiff was due to plaintiff's delay in giving firm orders and to 
plaintiff's questioning the price to be paid on the cloth. 

These disagreements were usually straightened out in confer- 
ence when plaintiff agreed to increase its sales of “Kenwood” cloth 
and defendant agreed to make more prompt deliveries. 
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And the relations of the parties continued without an actual 
break between them until 1933. 

A conference was had at Rensselaer early in the summer of 
1933 and before June 9, 1933, at which Freeman of plaintiff, 
Ashby, Rumpf, Huyck, Braman and Miller of defendants and a 
sales promotion man named Hallenbeck were present. 

Freeman said he was considering whether or not Hallenbeck 
should be employed in a sales capacity in plaintiff's organization. 
Ashby said he would be interested in hearing Hallenbeck’s plan for 
sales promotion as there had been much discussion that Freeman’s 
selling was weak and he was considering whether Hallenbeck would 
strengthen plaintiff's selling organization (pages 961-962). Hal- 
lenbeck outlined quite fully his plan and method of selling the 
“Kenwood” clothing and sales promotion. 

Hallenbeck stated that the expense of so going would be $40,000 
to $50,000 the first year and that it would take about two years to 
sell “Kenwood” clothing to an extent which would use all of de- 
fendant’s production of 5,000 pieces per year which would be all of 
plaintiff's production of clothing (pages 962-964). Freeman 
thought such expense was too great. Defendant finally agreed to 
pay half this expense for the first year. 

Mr. Freeman brought up the subject of protection for plaintiff 
in the exclusive use of “Kenwood” trade-mark label. Mr. Ashby 
said there would be a definite agreement in writing to protect plain- 
tiff when plaintiff's sales of clothing took up defendant’s produc- 
tion of 5,000 pieces per year. The language of the proposed agree- 
ment was to be exchanged between the parties. 

Subsequently, Mr. Freeman decided not to go on with the 
Hallenbeck sales promotion plan because of the expense, but said 
that he would devote his own time to the promotion of the sales 
of “Kenwood” clothing. 

Thereafter and on June 9, 1933, the defendant’s Mr. Ashby 
wrote the plaintiff: 


We have played along with you for several years at a heavy loss to us, 
in the hope that you would swing into a real selling “Kenwood” proposi- 
tion. At no time have I had any thoughts but to develop this proposition 
with you, and while I have been impatient at your constant change of 
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— 


attitude—sometimes being keen for it and then being quite cold about 
it—I have believed that ultimately the evidence would accumulate to a 
point where you would be convinced that the sale of the “Kenwood” label 
garments was the best thing for you and for us, and would finally get 
behind it. At the start of this season I have had ample evidence from 
our Chicago store and our own store that the “Kenwood” line, as you 
carried it and stocked it, was inadequate to secure a decent clothing busi- 
ness for any retailer, and no matter how much effort he put into it, the 
results would be unsatisfactory because of the fact that it was not avail- 
able when wanted. Ample evidence has accumulated to date that the 
merchandise is salable and that many sales are lost because it is not 
carried in stock by you. 

Very recently, you brought up of your own volition the question of 
employing Joe Hallenbeck to fortify your sales and, and because we were 
not prepared to assume the financial responsibility of selling your end, 
which is the finished garment, I have gathered the impression that you 
are less enthusiastic about the original proposition than you were before. 
In other words, consideration of the Hallenbeck idea, without failure to 
do everything you wanted, seems to have thrown us backwards a good 
deal. Under the circumstances, I am accumulating a great deal of doubt 
as to your ability to carry out the program that I have in mind, because 
you do not seem to stay enthusiastic long enough to put the thing over. 
If I am once convinced of this fact, I shall have to find some other 
arrangement for putting over the establishment of the “Kenwood” label 
garments, which I am absolutely determined to do. If H. Freeman & Son 
are not able to carry this out, naturally, we will have to look for someone 
else. 

As I stated before, I was perfectly willing to carry on patiently, await- 
ing the development of evidence in the market that this was a good thing 
for you. If, when such evidence has developed, you do not have the 
courage to seize it, then I have evidently made a mistake in tying up with 
your concern. I am speaking very frankly now because I believe we 
have reached a crisis in our mutual relations, and I am more disturbed by 
your hesitation and change of attitude than I am by the slowness of the 
development of the actual conditions. 

In conclusion, I want to state that under no circumstances will I allow 
our company to invest any further effort in the marketing of cloth or its 
clothing without a proper collateral development of the nationally adver- 
tised “Kenwood” label idea. This is fundamental to our picture and under 
no circumstances will I give it up. (Defendant’s Exhibit F.) 


There is no reply to this letter in evidence but one or more con- 
ferences were had in the latter part of June or early part of July. 
There was no final break at this time. 

About the latter part of August, Mr. Dittman, for the plaintiff 
called defendant’s office on the phone and talked with Mr. Ernest 
Rumpf, Secretary and Comptroller of the defendant, and inquired 
the price at which the defendant would make flannels for manu- 
facture of suits by the plaintiff. Mr. Dittman stated that he had 
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an offer for quite a large quantity of flannel from a competitor at 
around $1.70 per yard and wanted to know what price defendant 
would require for its flannel. 

Mr. Rumpf replied that he was not able to tell what the price 
was at present but it would not be less than $2.00 per yard and it 
might be higher. On September 1, 1933, apparently following this 
conversation, the defendant telegraphed Mr. Rumpf, care of the 
Kenwood Mills, as follows: 


Urgent have approximate prices flannel and “Waylite” by return wire. 


There had been previous disagreements about prices. Some of 
the goods ordered by plaintiff during the summer of 1933 included 
seven pieces of flannel and seven pieces of “Waylite,” the order for 
which was received by defendant August 7 and was apparently 
for samples. 

The amount and kind of orders for goods sent by plaintiff to 
defendant during the summer of 1933 is disputed but need not be 
decided. It is certain that plaintiff did not order all of its flannel 
from defendant, but did buy a substantial quantity thereof from a 
competitor, the Hockanum Company. 

On September 25, defendant’s Mr. Ashby wrote the plaintiff at 
Philadelphia with reference to a proposed meeting, saying he was 
unable to give the date, but it would probably be Friday of that 
week. In that letter Mr. Ashby wrote as follows: 

I have been reviewing the situation between your company and our 
vwn and have about come to the conclusion that the best interests of 
both would probably be served by severance of our relationship. I am 
now quite sure about this but that is the way it looks to me right now. 

Your recent purchase of flannel from Hockanum would indicate that 
we are not able to make stuff cheap enough for your purpose, and the 
failure to hold many of your good customers shows that there is some- 
thing wrong—either with your line-up or with ours—or the coordination 
of the two. 

Under these circumstances, I would not expect you to refrain from 
purchasing any outside material for the spring season, if it is to your ad- 
vantage to do so, whether we continue our relationship or not. 

I will let you know as soon as I can meet you in New York with a 
fairly definite picture in my own mind and will look forward to seeing 
you at that time. 

On September 27, 1933, Plaintiff's Mr. Freeman wrote Mr. 


Ashby of the defendant company: 
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Have yours of the twenty-fifth and I am startled somewhat at the con- 
clusion which you have come to, but, quite willing to sever our connections 
if it appears to be in the mutual interests of both of us. However, I will 
see that our purchase of flannel from the Hockanum mill would in no 
way interfere with the sale and promotion of the “Kenwood” flannel inas- 
much as we have just concluded a plan whereby the firm of H. Freeman 
& Son had intended to promote and sell nothing but “Kenwood” products, 
and we have made arrangements for a separate division to handle every- 
thing else which we produce. 

There is no question of our failure to coordinate properly, but, this is 
a matter which I distinctly understood we were going to correct and I 
was awaiting your return from your vacation to take up all the various 
subjects which we held in abeyance while you were away. 

Then a few days after the receipt of this letter, Mr. Freeman 
came up to defendant’s mill and had a conference with Mr. Ashby 
and other representatives of the defendant and endeavored to get 
the defendant directors to go on with the arrangement previously 
existing. Mr. Ashby apparently endeavored to persuade the direc- 
tors to that end and informed Mr. Freeman that he would notify 
him later of the decision of the Board of Directors. 

On September 3, 1933, Mr. Ashby telegraphed the plaintiff as 
follows: 

Directors have carefully considered all you said but have decided to 
adhere to their decision and make change. 

It is probably true that at that time arrangements had been 
made between the defendant and other new manufacturers, Keller- 
Herman-Thompson of Rochester, N. Y. 

About January 25, 1934, the defendant sent out letters to the 
trade announcing that beginning with the 1934 spring season the 
“Kenwood” fabrics would be tailored exclusively by a special 


division of the Rochester concern. It is exceedingly probable that 
this letter went to many if not all of the retailers to whom the 
plaintiff had been selling the ‘““Kenwood”’ clothing. 

The plaintiff had never confined its manufacture of clothing to 
defendant’s cloth and continued to buy cloth from other mills and 
manufacture it into clothing of various kinds and sell it to its re- 
tailers. 


The proportion of plaintiff's net business which came from the 
manufacture of defendant’s cloth is shown in the following tables 
for the years 1928 to 1933: 

























TWENTY-FOUR TRADE-MARK REPORTER 


In 


Year Total In Kenwood other clothing 
Mee. wheeuwesdonn's $2,000,000.00 $ 59,468.93 $1,940,531.05 
DN, stscwasencs. 2,350,710.98 224,117.98 2,126,593.00 
ce fC EE OEE 2,215,586.66 230,327.37 1,985,259.29 
on POR ter 2,080,931.68 110,661.91 1,970,269.78 
WUE. a Schianci seein os 1,145,930.98 499,672.35 646,258.63 


Rae ciples 1,138,692.01 261,068.99 877,623.02 





It would appear that plaintiff’s 1933 sales were curtailed by 
cancellation of the arrangement in September, 1933, which pre- 
vented plaintiff from making additional sales in the fall of that 
year. 

The absence of any definite irrevocable transfer of the trade- 
mark rights and potential business is indicated by lack of any 
definite statements, oral or written, showing such positive, definite, 
perpetual transfer and by letters and conduct inconsistent with 
such understanding. 

On August 11, 1932, the plaintiff through Mr. Freeman wrote 
Mr. Miller of the defendant, complaining of low price fleeces being 
sold to Ullman Brothers. In concluding the letter Mr. Freeman 
said: 
It was our understanding that the Kenwood Mills had the resources 
and patience to await results from the development of our plan and if 


these are not the facts the sooner we know it, the better it will be for us. 
(Plaintiff's Exhibit 49.) 


The letter of Ashby of June 9, 1933, above set forth (Defend- 
ant’s Exhibit 9) though self-serving, is inconsistent with an un- 
conditional understanding and is made the more significant because 
there was no prompt or vigorous protest to the position taken 
therein, as would naturally have been done, had there been a 
definite, irrevocable transfer. 

When defendant’s Mr. Ashby wrote the final letter of Septem- 
ber 25, supra, indicating intention to sever relations, Freeman’s 
reply of September 27, supra, nowhere claims a definite permanent 
transfer of trade-mark and rights nor does it protest that defend- 
ant was committing a positive breach of the understanding. It was 
not until lawyers were consulted that such position was taken by 
plaintiff. 
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The defendant’s letter to the trade after the making of the 
arrangement and the advertisements inserted by or with the consent 
of defendant and for which defendant paid the larger part (Plain- 
tiff’s Exhibits 15 and 28, etc.) are consistent with plaintiff’s con- 
tention that a definite permanent transfer of rights was made at 
the beginning, or at least, after the first season or six months’ 
period. But they are also consistent with a license revocable at any 
time, though not with a relation expected to be speedly terminated. 

So they are also consistent with the arrangement as construed 
by the Court later herein. 

About the only significant evidence indicating a definite and 
permanent arrangement between the parties is plaintiff’s testimony 
of the admission by defendant’s Mr. Ashby at a conference in New 
York in the latter part of June or the early part of July, 1933. 
At this conference, according to Mr. Freeman, the following were 
present: Mr. Ashby and Mr. Miller of the defendant, Mr. Sumner, 
the defendant’s advertising agent, Mr. Dittman and Mr. Freeman 
of the plaintiff, and Mr. McAvoy and Mr. Hirsch, prospective pur- 
chasers of “Kenwood” clothing. 

Mr. Freeman testified that Mr. McAvoy and Mr. Hirsch raised 
the question of whether or not the plaintiff would continue to have 
the “Kenwood” trade-mark and label to furnish the “Kenwood” 
clothing or whether it might be subject to withdrawal. 

Mr. Ashby said according to Mr. Freeman (page 331), that the 
defendants had made a careful survey, and 

We have had a long experience with Freeman and we are entirely satis- 
fied that they will accomplish . ... that Freeman (the plaintiff) was fast 


coming to the point where the plaintiff would accomplish the defendant’s 
objective and that the arrangement was a permanent one. 


This testimony was substantially corroborated by McAvoy him- 
self and by Dittman, Mr. McAvoy put Mr. Ashby’s reply in this 
form: 

There is no worry about that, Mr. McAvoy. We have made an analysis 
and have checked up on the different manufacturers and have definitely 


decided that the arrangement with Freeman & Sons is everlasting, is 
permanent. 
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It is quite true that neither Mr. Miller of the defendant com- 
pany nor Mr. Sumner, their advertising agent, was called upon by 
defendant to testify as to this conversation. Mr. Ashby tersely 
denied it, but gave no explanation of what was said on the subject. 
It is not to be denied that the weight of evidence is with the plain- 
tiff in this respect, but in view of the fact that within a month 
prior to that time, Mr. Ashby had sent the plaintiff's Mr. Freeman 
the letter of June 9, 1933 (Defendant’s Exhibit F), in which he 
had given notice that the progress which the plaintiff was making 
was very unsatisfactory and that unless something were done 
the arrangement would be cancelled, while this statement must be 
taken in the nature of an admission at the time intended to influence 
the possible customers, it is not an admission which outweighs the 
other evidence in the case, nor sufficient to enable the plaintiff to 
establish by a fair preponderance of evidence that the arrangement 
was a definite and permanent and perpetual transfer of the trade- 
mark and exclusive right to use the “Kenwood”’ cloth. 

In view of the indefiniteness of the evidence it may well be 
that both parties did not have the same understanding of the terms 
of the arrangement. If there was no actual meeting of minds, there 
was certainly no contract for a definite, present and permanent 
assignment or transfer of exclusive right to the use of the “Ken- 
wood” trade-mark and exclusive right to manufacture and sell 
“Kenwood” clothing from defendant’s cloth as plaintiff contends 
and as Mr. Freeman “understood” (page 373). 

If it were a present, definite, permanent arrangement at the 
beginning, then the goal need not be reached in the six or eight 
years which Mr. Freeman thought would be required to reach the 
goal (page 376), by which he admits was not agreed or even men- 
tioned. 

The goal need never be reached if it was a present, definite, 
permanent and unconditional transfer as plaintiff must establish, 
and plaintiff could play fast and loose with the defendant, buying 
what it would from defendant and from others also, never reaching 
the goal, but nevertheless holding defendant permanently bound. 
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Such a construction of the arrangement is unreasonable. There 
is nothing to support the view that defendant ever intended to make 
any such arrangement. 

While some of the evidence is more consistent with defendant’s 
contention that defendant granted a mere revocable license to plain- 
tiff to use its trade-mark on clothing manufactured from defend- 
ant’s cloth, the weight of evidence, however, supports neither the 
plaintiff nor defendant in their respective contentions as to the 
nature of the arrangement between the parties. The most reason- 
able construction of all the statements, letters, acts and conduct of 
the parties is that the arrangement between them was a tentative 
and conditional assignment of the perpetual, exclusive right to use 
the defendant’s trade-mark and exclusive right to use its cloth in 
the manufacture of clothing and that such transfer or assignment 
should not be effective as a permanent and perpetual transfer until 
the plaintiff should manufacture and sell sufficient “Kenwood” 
clothing to take up defendant’s output of 5,000 pieces per year on 
a non-competitive basis, and that plaintiff should confine its entire 
product to the manufacture and sale of “Kenwood” clothing and 
should make no other. 

No time was fixed for arriving at the goal of the arrangement. 

Failure to state a definite time and make a definite contract did 
not necessarily leave the parties in a situation of plaintiff being 
a mere licensee, with his right subject to revocation at any time. 

A more reasonable construction is that the plaintiff should have 
a reasonable time under the circumstances and conditions existing 
and including economic conditions, although it should be said that 
the first six months’ period terminated in the early part of 1929 
and at that time there was less depression and things industrial 
were at the height of prosperity. Assuming therefore, a view most 
favorable to plaintiff, namely, that it was a conditional transfer to 
become absolute within a reasonable time and that a reasonable time 
had not elapsed in the fall of 1933, so far as time alone was con- 
cerned, the defendant would still have a right to insist that plaintiff 


was not making reasonable progress under conditions and was not 
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endeavoring to perform the contract as contemplated by the parties 
under a fair construction of the terms thereof. 

These things stand out. 

After four or five years plaintiff did not devote more than 
50 percent of its clothing manufacture to “Kenwood” cloths in any 
year and in 1931 it was less than 10 percent of its total clothing 
business. At no time did the plaintiff arrive at more than 40 percent 
of the defendant’s output of 5,000 pieces per year. Defendant 
contends that this was also a constant loss to defendant, as indicated 
in a letter of June 9, where defendant’s agent said “We have played 
along with you for several years at a heavy loss to us.” 

Accompanying these things was the failure on the part of the 
plaintiff to buy the plaintiff’s cloth on a non-competitive basis and 
rely upon defendant’s good faith as to price. Plaintiff's agent 
Dittman at page 241 was asked: 


Q. Did you ever protest to defendants that prices were out of line with 
other manufacturers? 


A. Well, a good deal higher than competing cloth, in which case we 
dropped it. 

Q. Dropped what, the “Kenwood” cloth? 

A. Dropped the “Kenwood” idea. We said “We cannot compete. We 
will forget the idea for this season.” 


And in 1933 after the defendant’s letter of June 9, 1933, and 
after the conversation had at which the Hollenbeck effort to take 
over the sales promotion was discussed later declared by Jackson, 
we still find this dispute about prices. 

In the latter part of August, 1933, the plaintiff's Mr. Dittman 
called the defendant’s Mr. Rumpf on the phone and told him about 
the Hockanum flannel offered at a cost of $1.70 per yard and was 
informed that defendant could not sell it for that price and it 
would doubtless be at least $2.00. 

So that defendants found the plaintiff making little or unsatis- 
factory progress toward the goal of using all of defendant’s output 
and plaintiff devoting itself exclusively to ““Kenwood” flannel and 
utter failure to do so by buying flannel at non-competing prices. 

Defendant was therefore justified in deciding that plaintiff had 
not, and would not or could not within any reasonable time, arrive 
at the goal involving these essential features: (a) Sufficient con- 
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sumption of “Kenwood” cloth to take 5,000 pieces; (b) purchase 
of ‘““Kenwocd” cloth on a non-competitive basis; (c) exclusive de- 
votion of plaintiff to “Kenwood” cloth. So that the contract being 
such as the Court sees it, the plaintiff in equity is not entitled to 
an injunction restraining the defendant from terminating the 
arrangement. 

Plaintiff's cases upon which it relies to support this contention 
that this was a definite and perpetual transfer by defendant of the 
trade-mark, labels and exclusive right to sell clothing made from 
“Kenwood” cloth are: 


Kidd vy. Johnson, 100 U. S. 617, 619. 

Harris v. Brown, 202 Pa. 16, 51 A. D. 586. 

Tanner-Brice Co. v. Sims, 161 S. E. 819, 822. 

Coca-Cola Bot. Co. v. Coca-Cola Co., 269 Fed. 796 [11 T.-M. Rep. 134]. 
Prof. Jaeger v. Jaeger Co., 44 R. P. C. 83. 

(Chan. Div. 1917), 44 R. P. C. 437 (Ct. of App.). 

Dennison Mfg. Co. v. Thomas Mfg. Co., 94 Fed. 651, 656. 

Fed, System of Bakeries v. Bachrach [13 T.-M. Rep. 429]. 

46 UU. &. &:. C.. W. BD: Va. 


George B. Graff Co. v. H. C. Cook Co., 2 Fed. (2nd) 938 [15 T.-M. Rep. 
30]. 


Bennett & Sons v. Farmers Seed & Grain Co., 288 Fed. 365 [13 T.-M. 
Rep. 257]. 
-_ Jergens Co. v. Woodbury, Inc., 273 Fed. 952 [11 T.-M. Rep. 

One of plaintiff's chief reliances is the Coca-Cola case (269 
Fed. 796). This came before the District Court on a motion for 
temporary injunction and a motion to dismiss. The case was de- 
cided on the complaint of which the written contract was a part. 
Injunction was granted. The contract was materially different 
from the arrangement here. It was a definite, unlimited transfer 
to the plaintiff of the exclusive right to bottle Coca-Cola to be 
purchased from the defendant at a fixed price, bottled by plaintiff 
and sold within a certain defined territory. The defendant agreed 
to manufacture no more Coca-Cola than sufficient to fill the orders 
of plaintiff’s and other selling agents ouside of plaintiff's territory. 
Plaintiff was given the exclusive right to use the name Coca-Cola 
and all the trade-marks and designs for labels then owned and con- 


trolled by defendant. There were no restrictions except against 


adulteration of the Coca-Cola. There were no conditions except 
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that upon the demand of the defendant the plaintiff should keep a 
specified supply of the bottled Coca-Cola on hand at a specified 
place, failing which the plaintiff should forfeit his exclusive rights, 
not to the whole territory, but to the territory within a 100-mile 
radius of the place where default occurred. Plaintiff was to for- 
feit its rights upon failure to keep the agreement. 

The plaintiff had operated under the contract for twenty-one 
years, procured the establishment of 588 plants by sub-bottlers, 
and had with the sub-bottlers expended about $20,000,000 in 
bottling plants besides large sums in building up the business. The 
bill charged that the contract was of a permanent nature and that 
all the subsequent acts and conduct of the parties was confirmatory 
thereto. 

It is clear that in the Coca-Cola case there was a present 
definite, irrevocable transfer of rights and so understood by the 
parties for twenty-one years. 

Here we have only a tentative and conditioned transfer, not to 
be a permanent and perpetual transfer until the happening of a 
future event, which had not happened after a reasonable time, which 
might never happen and when the defendant was justified in saying 
that the plaintiff was not keeping the spirit and intent of the 
arrangement. 

The next most important reliance of the plaintiff apparently 
is the case of Graff Company v. Cook, 2 Fed. (2nd) 938 [15 T.-M. 
Rep. 30]. This was not an action on a contract, nor a suit in equity 
to restrain one who had assigned a trade-mark and potential busi- 
ness from breaching his agreement. It was a trade-mark interfer- 
ence proceeding. The defendant was a manufacturer of clips and 
sought to obtain registration for the trade-mark “Vise.” In 1911 it 
made an arrangement with Graff, the individual by which he under- 
took the sale of the clips. Graff built up a very considerable busi- 
ness not only in these clips but in other similar devices, all of which 
were sold under the trade-name of “‘Vise.”’ 

The plaintiff company succeeded to the rights of Graff. 

About 1913, at Graff’s request the defendant company stamped 
on the clips bearing the trade-mark ‘“‘Vise” the name of the Graff 
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Company and that practice continued until 1921. Upon the appli- 
cation for registration of “Vise” as defendant’s exclusive trade- 
mark, the Court said: 


This was a period of eight years during which the public had a right 
to assume that the origin of the goods was the Graff Company and not the 
Cook Company . ... under such circumstances that they, the Cook Com- 
pany, is estopped to prevent the continued use of this mark by the Graff 
Company, provided the mark is so used as clearly to indicate that the 
product is that of the Graff Company. ... Now to permit the Cook Com- 
pany to register the mark on the basis of its exclusive right to use it would 
be inequitable and violative of the underlying purpose of the trade-mark 
act. See Hanover Milling Company v. Metcalf, 240 U. S. 403 [6 T.-M. 
Rep. 149]. 

The difference between this and the case at bar is manifest. 
Manifestly this is not the situation here. 

Andrew Jergens v. Woodbury, Inc., was a suit to enjoin an 
alleged trade-mark infringement and unfair competition. The 
plaintiff’s suit was based on the claim of an exclusive right but the 
Court held there was no exclusive right because of an intervening 
transfer of some rights to third persons. The case has little 
analogy and it is not necessary to discuss it. 

Dennison Mfg. Company v. Thomas Mfg. Company, 94 Fed. 
651, is another case of trade-mark infringement and unfair com- 
petition. It is likewise without application here. 

Bennett v. Farmers Seed & Grain Company, 288 Fed. 365 [13 
T.-M. Rep. 257], likewise is without application to the nature of 
the arrangement between the parties. 

It seems unnecessary to discuss in detail the remainder of the 
cases, for there is no similarity of fact and little analogy of law. 

Because of the view taken herein of the nature of the arrange- 
ment or contract between the parties, it is not necessary to discuss 
plaintiff's numerous citations of authority, nor is it necessary to 
pass on defendant’s contention that the whole arrangement is void 
under the New York Statute of frauds because it is a contract 
which by its terms is not to be performed within a year. 


Labels 


Quite a bit of testimony was devoted to the origin of certain 
labels. This was directed not to the “Kenwood” trade-mark nor 
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to the words “‘authorized use of the trade-mark” but in part to the 
color or shape of the labels and, more particularly, to the names 
which were placed on the labels in addition to the trade-mark. 
These additional words were in part trade-names or names intended 
to suggest a characteristic of the clothing and yet not merely de- 
scriptive names. 

No attention will be paid to the evidence on the subject of the 
labels other than to that bearing on the additional words placed 
upon the labels. No label bears more than one of these names. It 
is a fair and reasonable inference from the evidence that while the 
defendant expressly retained control of the trade-marks and labels, 
the plaintiff originated the ideas for such distinctive words. There 
is some dispute as to whether the plaintiff communicated the same 
to the defendant which had them worked up and printed on the 
labels, or the plaintiff had the labels printed without consultation. 

The defendant paid the costs of manufacturing these labels. 

The defendant retained the right to approve the labels and 
that the same could not be placed on the garment without their 
approval, and that defendant paid for them, is clear from defend- 
ant’s Exhibits A and B, dated September 14, 1932, and October 
10, 1982, in which defendant’s agents Braham and Woodruff wrote 
the plaintiff in part as follows: 


H. V. Freeman & Son, 

1427 Vine Street, 

Philadelphia, Pa. 
Gentlemen: 

Following our Mr. Miller’s letter to you of September 12, our attor- 
neys advise us that “Ram-Fleece” has not been covered by any other 
company. 

However, in their opinion, we could not hope to succeed in protecting 
“Ram-Fleece,” for the reason that it is “descriptive” in character. 

They also say we con undoubtedly register “Ramafleece” and we have 
instructed them to go ahead with such work, which we trust will be equally 
satisfactory to you in connection with our less expensive fleece overcoat 
fabric. 

Mr. Woodruff will be in New York tomorrow or Thursday, and we 
will have him get in touch with you at once regarding “Ramafleece” labels. 

It is out of the question for you to use the “Ramcrest” labels as these 
labels belong strictly to our bed blanket line, and might very well be used 
another time for bed blankets. 

With respect to the labeling of our products, there are always com- 
plications of this sort which come up from time to time, and we believe it 
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would be well hereafter if you would take them up with us before going 
ahead. As you know, we reserve all rights covering the labeling of our 
fabrics, and it will save confusion if you refer such matters to us for 
decision. 
Yours very truly, 
F. C. Huycx & Sons, 
Kenwood Mills. 


H. V. Freeman & Son, 

1427 Vine Street, 

Philadelphia, Pa. 
Gentlemen: 

Unfortunately, I was not at the mill when the discussion regarding 
“Ramafleece” blankets came up, but on my return was told that you were 
having a design prepared for submission to us for our approval and that 
to save time you were to send us ten copies of the design so that we could 
arrange for protecting the label. 

Later I heard through Bob that again to save time you were having 
the labels woven but that before using these they would be submitted to 
us for approval and that only ten samples would be sent us so that we 
could protect the name. 

Nothing has come to hand until I received a bill from Montabert Com- 
pany on October 5 covering approximately 1,000 labels and again another 
bill of October 10 covering another 1,500. Both of these bills had a 
sample label attached, but these two are the only ones that have come to 
hand. I am faced with a condition that I am asked to pay for labels that 
we have not approved. Under the circumstances, I feel that I will have 
to hold these until your visit to Albany when we can discuss them and 
come to a definite decision regarding the acceptability of a design. 

Yours very truly, 
F. C. Huycx & Sons, 
Kenwood Mills. 
J. E. Wooprvurr. 


Plaintiff's Mr. Dittman admitted that defendant paid for all 
labels (page 155) and also in substance admitted that the plaintiff 
retained control of the use of the labels. 

But, assuming all this, the plaintiff has right in these labels since 
it originated them for the express purpose of putting them upon 
“Kenwood” clothing manufactured and sold by plaintiff. 

One of the first names plaintiff devised to be placed on labels 
was “Featherlite.” But it was discovered after some use of this 


label on the “Kenwood” clothing manufactured by plaintiff, that 


someone else had registered a trade-mark covering “Featherlite.” 
Thereupon the plaintiff proposed that this name should be 
changed to “Fleecelite.”” This was acceptable to the defendant and 


the labels were made and put upon the clothing. For the purpose 
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of mutual protection, the defendants had the word “Fleecelite” 
registered as a trade-mark, taking the registration in defendant’s 
name. 





The burden of proof is that defendant originated the label and 
that down to the breach of relations of the parties it was used only 
on “Kenwood” clothing manufactured by the plaintiff. 

These distinctive names were not in existence at the time and 
were no part of the tentative conditional transfer by defendant to 


plaintiff. 








They were thereafter originated by plaintiff and used exclu- 
sively by plaintiff. True, they were used, so far as appears, exclu- 
sively on “Kenwood” clothing. But even so, there was no intent 
or agreement that defendant should ever have any rights or interest 
therein except to have them used by plaintiff on “Kenwood” cloth- 
ing. When defendant withdraws its “Kenwood” cloth from plain- 
tiff, it does not acquire any greater interest in these distinctive 
names than it had before, but it loses what rights it had therein. 

To now permit the defendant to take this “Fleecelite” label and 
the others later referred to and transfer them to the Rochester con- 
cern to benefit by the time, money and effort expended by the 
plaintiff to popularize the word “Fleecelite” and the other trade 
words, would be inequitable. 












Since defendant no longer permits the plaintiff to make the 
“Kenwood Fleecelite” clothing, plaintiff should not be deprived of 
its exclusive rights to the name “Fleecelite” and the other names 
and the fact that the defendant has registered “Fleecelite” as its 
trade-mark is in no wise conclusive that the plaintiff has no rights 
therein. That registration was clearly for mutual benefit and with 
the cooperation of plaintiff. The case of Graff v. Cook Company, 
2 Fed. (2nd) supra, is not without analogy in this regard. 

The decree may provide that defendant shall assign and trans- 
fer the trade-mark rights to “Fleecelite’’ to the plaintiff. 

A number of other names were devised by plaintiff and ap- 
proved by defendant and put on labels by the plaintiff on the 
“Kenwood” clothing manufactured by it. Some of these like 
“Cheviot” and some others are descriptive names not capable of 
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trade-mark rights, which anyone may use at any time and this 
Court of Equity has no power to grant exclusive rights to such 
names to either party thereto. 

But there are certain other names originated by plaintiff and 
approved by defendant and popularized at least to some extent at 
plaintiff’s expense, though they were not registered as trade-marks. 
In equity these names also should be the property of the plaintiff 
and the decree may so provide. Such names are ‘“Waylite,” 
“Lagorra,” Somerset” and “Drakeweave.” 

Even if the arrangement between the parties were void under 
the statute of frauds, that would have no bearing on this question, 
for that statute could not be made the instrument of fraud. Nor 
would defendant be in any better position, if the arrangement be- 
tween the parties were held to be a revocable license, as defendant 
contends. 

Decree herein may also restrain the defendant from using or 
permitting anyone else to use any of these five names on any 
“Kenwood” clothes manufactured by the Rochester concern or any 
one else. 

Defendant sent out letters in January, 1934, to the trade, doubt- 
less including plaintiff's customers, notifying the trade that “Ken- 
wood” clothing was manufactured by this Rochester concern and 
not mentioning the plaintiff except by the necessary inference 
arising from the statement that defendant was the exclusive manu- 
facturer of “Kenwood” clothing. Plaintiff seeks injunction against 
this. If the defendant had on hand “Kenwood” clothes which it 
made under the cancelled arrangement which is the subject of this 
suit, plaintiff might be entitled to a temporary injunction restrain- 
ing the statement that the Rochester concern was the exclusive 
manufacturer of “Kenwood’’ clothing until the plaintiff had dis- 


posed of such clothing, because it would give rise td the very 


natural inference that plaintiff's “Kenwood” clothing was not 
genuine or spurious. 

However, the parties have arranged between themselves for de- 
fendant to purchase all ‘““Kenwood” clothing and cloth that plaitniff 


had at the time these letters were sent out and the Court cannot 
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grant the plaintiff any relief, to prevent the defendant sending out 
letters to the trade, even to the plaintiff's customers, stating that 
this Rochester concern is the exclusive maker of “Kenwood” 
clothing. 

Since there is no reasonable probability that plaintiff can satis- 
factorily establish damages as to the matters in which injunction is 
granted, no reference to that end will be made. 

There being no longer any occasion to restrain plaintiff from 
using the “Kenwood”’ trade-mark on clothing, since it has neither 
cloth nor clothing bearing such label, no injunction is granted to 
the defendant, though the Court will retain jurisdiction to that end. 
Findings of fact and conclusions of law in conformity with this 
opinion may be submitted. 

The decree may be entered in accordance herewith, with taxable 
costs and disbursements to the plaintiff. 

If parties cannot agree upon the form of the decree, the same 
may be settled upon three days’ notice. 


Lever Brotuers Company Vv. Jay’s CHEMICAL CoRPORATION 
United States District Court, Eastern District of New York 


May 15, 1934 






Unrarm Comeetrrion—Use or Simran Trape-Name Anp Dnaress. 

Where, after plaintiff had adopted and sold for many years soap of 
a light red color and having a carbolic odor under the trade-mark 
“Lifebuoy,” defendant, in later putting out a soap similar in color and 
odor under the name “Life-Guard Health Soap,” held to be guilty of 
unfair competition. 

Unram Competirion—Seconpary MEantnc—ImitatiInG APPEARANCE OF 
Goons. 

If an article has a striking characteristic, designed and given it by 
its maker and so advertised and exploited as to acquire a secondary 
meaning as identifying exclusively its maker, and a second comer imi- 
tates the article in such a way that the public believes his goods to 
have come first, and buys them in part at least because of such decep- 
tion, the court will enjoin the second comer. 


In equity. Action to restrain unfair competition. Preliminary 
injunction granted. 
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DeForest, Cullom & Elder (Neil P. Cullom, Harry D. Nims 
and Henry W. Steingarten, of counsel), all of New York 
City, for complainant. 

Herbert Tenzer (N. R. Kaplan and M. P. Kletzky, of counsel), 
all of New York City, for defendant. 


Byers, D. J.: Motion by plaintiff, in equity, for a temporary 
injunction in an unfair competition case. 

Jurisdictional facts are alleged in the bill and are not denied 
in the defendant’s opposing papers. The affidavits filed by both 
sides are voluminous, and consideration thereof, for present pur- 
poses, yields the following: 

Upwards of thirty years ago, the plaintiff began to manufacture 
and sell in the United States ““Lifebuoy” soap, light red in color 
and having a carbolic or cresylic odor; the business so established 
has consistently grown and increased through the years, in part 
as the result of intensive advertising of all kinds. The plaintiff's 
business today is of very substantial proportions. 

The trade-mark “Lifebuoy” was registered in the United States 
Patent Office by the plaintiff over forty years ago, and has been 
renewed, and the trade-mark has been continuously used by the 
plaintiff to identify the product above described. In 1901 or 
thereabouts, the cakes of soap in convenient size for personal use 
were marketed in their present octagonal form, and that practice 
has continued during the intervening years. 

This “Lifebuoy” soap has come to be widely identified by the 
consuming public and by distributors as the product of the plain- 
tiff; that is to say, the name, color, odor and shape of the soap, 
in the combination developed by the plaintiff (including the use of 


the term “health soap’) constitute a commercial property which is 


distinctive and which is associated with the plaintiff in the public 
mind. 


The defendant company has been in existence for about two 
years, and in 1933 started the manufacture and sale of a competing 
article, for which it adopted the designation “Life-Guard Health 
Soap.” The defendant’s purpose in so doing was to devise a 











310 TWENTY-FOUR TRADE-MARK REPORTER 






product substantially like that of the plaintiff’s in color, odor, 
shape and general appearance, and to market it under a name which 
would be so like that adopted and used by the plaintiff that it can 
be fairly termed an imitation. While this purpose is disclaimed 
in the defendant’s affidavits, the stenographic record of a portion 
of an interview between an agent of the plaintiff and an officer of 
the defendant corporation discloses such a purpose. 

By way of accomplishment, the defendant has made and sold 
a toilet soap in cakes of the same shape and substantially the same 
size and of substantially the same characteristic odor and color 
as the plaintiff’s “Lifebuoy” soap, using the name “Life-Guard.”’ 

Before adopting a formula for the manufacture of this soap, 
the defendant caused the plaintiff’s product to be analyzed in order 
to determine the nature and quantity of the chemical employed by 
the plaintiff to impart the characteristic odor above referred to, 
and then adopted the same constituent in its own product, suffi- 
ciently to accomplish its said purpose. The color of defendant’s 
soap, while of a slightly different shade from that of “Lifebuoy,” 
is sufficiently close to it to cause confusion between the two articles, 
in the absence of opportunity to compare them in a natural light; 
that is to say, under conditions that do not exist in the ordinary 
retail store. 

Had the defendant masked its purpose by adopting only one of 
the characteristic properties of the plaintiff's product—if, for 
instance, it had adopted a blue color or green instead of the red; 
or if it had adopted the same color and a different odor, and had 
not employed the word “Life-Guard” in obvious simulation of the 
plaintiff's trade-mark—the mere use of the octagonal shape cake 
or the term “Health Soap” could not well be the subject of com- 
plaint; but the aggregation by the defendant of all of the charac- 
teristics of the plaintiff's product, as described, makes it abundantly 
clear that the defendant intended to imitate the plaintiff’s product 
and to enter into unfair competition with it, and there are no 
allegations of fact contained in the defendant’s affidavits which 
point to a different conclusion. 

The defendant relies on the alleged fact that toilet soaps of a 
reddish color and having a carbolic odor have been manufactured 
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and sold in the past. This is not susceptible to present determina- 
tion, but the only instance which the defendant’s papers disclose 
of the manufacture and sale of a carbolic acid soap artificially 
colored red, which was on the market when the defendant com- 
pany was organized, is that of J. Eavenson & Sons, Inc., whose 
“Jesco”” oval cake may be thought to have been shown in then 
current sales in the Philadelphia market; but that fact does not 
prove that the defendant had the right to imitate plaintiff's product. 
The defendant is not making something which simulates the 
Eavenson product, while such is the compliment that it is paying 
to the plaintiff. 

Much is said in the defendant’s papers about monopoly and 
other things which have no bearing on this controversy. The dis- 
position of this motion is not to be taken to indicate that the plain- 
tiff is thought to be entitled to monopolize the manufacture and 
sale of red carbolic toilet soap. It is to be taken to indicate that 
the plaintiff has shown sufficiently for the purposes of a temporary 
injunction, that the defendant has almost completely copied the 
plaintiff's product in an effort to gain an advantage from the 
good-will of the plaintiff's business. In other words, it is thought 
that the plaintiff has brought itself clearly within the language of 
the opinion in the case of Harvey Hubbell, Inc. v. General Electric 
Co., 262 Fed. 155 [10 T.-M. Rep. 164], in which it is said: 

Nor is this in conflict with the now well-established rule that, if an 
article has a leading striking characteristic, which characteristic is de- 
signedly given by its maker, and advertised and exploited, and afterward 
recognized, particularly by purchasers, because of such characteristic, the 
right to make and use the characteristic can be protected by an action, 
if an imitation is perpetrated. This rule finds its support in what is re- 
ferred to in the cases as non-functional unfair competition. It presup- 
poses that the appearance of the article, like its descriptive title, has a 
secondary meaning, and has been associated in the public mind with the 
first comer as a manufacturer or source, and if a second comer imitates 
the article exactly, so that the public will believe his goods have come 
from the first and will buy, in part at least, because of that deception, the 
court will enjoin the second comer. 

To apply the foregoing to this case, it may be observed that the 
plaintiff was the first comer as the manufacturer of “Lifebuoy” 
soap, which possesses easily recognizable non-functional character- 
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istics of color, odor, and form, which the public has come to regard 
as desirable, since the business has developed into a substantial 
enterprise. 

It does not change that fact, nor lessen its legal implications, 
to assume without deciding, that there may have been at odd 
times and in sundry places, here and there, red colored, so-called 
carbolic soaps, which may have enjoyed a brief popularity. The 
defendant has not undertaken to capitalize the advertising efforts 
of defunct or obscure enterprise, nor to imitate products other 
than that of the plaintiff. 

It follows that the plaintiff is entitled to a preliminary injunc- 
tion against the defendant, enjoining the latter pendente lite from: 

(1). Making or selling or offering for sale or otherwise dis- 
posing of any soap, not made by or for the plaintiff which is of a 
light red or coral color and possesses a carbolic or cresylic odor; 

(2) Using the name “Life-Guard” or any other imitation or 
simulation of the word “Lifebuoy.” 

The amount of security to be given by the plaintiff may be 
agreed upon by the parties and, if this is not possible, the court 
will fix it on the settlement of the order to be caterer hereon. 

Settle order on three days’ notice. 


Cuicaco FiLexiste Suart Co. v. Katz Drvue Co. 
(6 F. Supp. 193) 


United States District Court, District of Delaware 
February 23, 1934 


Unrar Competition—“Mrxmaster”—UNDERSELLING Nor Unram Com- 
PETITION. 

Plaintiff manufactured and sold to jobbers at a fixed price a food 
and drink mixture under the trade-mark “Mixmaster” and endeavored 
by contract and otherwise to maintain fixed sales prices for such goods, 
which represented a profit of 100 percent between the price to jobbers 
and the price to the consuming public. Held that the defendant, a 
company maintaining a chain of cut price stores, was not guilty of un- 
fairly competing with plaintiff in selling the “Mixmaster” goods at less 
than the price maintained by plaintiff. 

Unrair Competition—Price MAInTeNANCE. 

A manufacturer who has sold his product outright may not by con- 

tract with his purchaser or by cooperative methods or by confederation 
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with others maintain a fixed retail price, as such price-fixing is unfair 
competition, in restraint of trade and contrary to public policy. 
In equity. Action for alleged unfair competition in undersell- 


ing a trade-marked article. On motion for a preliminary injunction. 
Denied. 


John M. Zane (Zane, Morse, Zimmerman & Norman), of 
Chicago, Ill., and Hugh M. Morris, of Wilmington, Del., 
for plaintiff. 

Robert H. Richards, of Wilmington, Del., and Paul Stinson and 
Arthur Mag (of Rayland, Stinson, Mag § Thomson), both 
of Kansas City, Mo., for defendant. 


Nietps, D. J.: This motion for a preliminary injunction was 
heard upon bill and affidavits filed by each side. After the hearing, 
defendant filed its answer. 

Plaintiff is a manufacturer of electrical appliances which it ships 
from its factory in Chicago to jobbers in the principal cities of the 
United States who in turn sell them to retailers. By its merchan- 
dising methods plaintiff parts with title to its products when it sells 
them to jobbers and in turn jobbers part with title when they sell 
to retailers. Articles sold by plaintiff include a kitchen electrical 
appliance for preparing food and drink designated by the trade- 
mark ‘‘Mixmaster.” Pursuant to a long-established business policy 
plaintiff has attempted to fix the retail price of “Mixmasters” by 
selling to jobbers who promise to sell only to retailers maintaining 
the fixed price. Before September 10, 1933, the retail price fixed 
by plaintiff for ‘““Mixmasters” was $19.50 per article. Thereafter 
the price fixed by plaintiff was $21. The price structure attempted 
to be imposed upon the trade by plaintiff was: Jobbers $10.50, re- 
tail dealers about $12.50, the public $21. Thus plaintiff includes 
a profit load of 100 percent between its price to jobbers and the 
price to the consuming public. 

Defendant operates a chain of cut-rate drug stores; five in 
Kansas City, Mo., and one in each of the following cities: Kansas 
City, Kan.; St. Joseph, Mo.; and Des Moines, Iowa. It sells at 
cut-rate prices drugs and sundries, including electrical appliances 
for the home, such as ““Mixmasters.” For twenty years defendant 
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has been selling at cut-rate prices, but at prices which afford a fair 
profit because of the large volume of sales. By extensive advertis- 
ing defendant has a wide-spread reputation as a retail seller at cut- 
rate prices. 

Defendant’s conduct, complained of by plaintiff, occurred in the 
fall of 1933, but more particularly during the week beginning 
December 3. Earlier, in August, defendant negotiated with a job- 
ber for a quantity of “Mixmasters” but was told plaintiff forbade 
the sale to defendant. In September and October defendant pur- 
chased “Mixmasters” at a cost slightly over $11 and sold them at 
$14.98. In the Sunday editions of the Kansas City Star through 
October and November defendant advertised “Sunbeam Portable 
Electric Mixmaster” at $14.98. In the issue of October 15 de- 
fendant incorrectly advertised ““Mixmasters” as the “Newest 1934 
Model,” but on the following Sunday changed the advertisement to 
“Newest 1933 Model.” In the November advertisements defend- 
ant puffed sales with such phrases as “Latest Model,” “Nationally 
Famous Portable Electric Mixmaster,” “Million Dollar Sale,” 
“Katz Anniversary ‘Gift Price’ to Housewives!” etc. In the issue 
of November 17 defendant advertised an auction and included a 
“Mixmaster” in the list of “a few of the 15,000 items that will be 
auctioned off.” The bill avers the auction was held December 2, 
1933; was attended by many thousands and that defendant an- 
nounced the items auctioned off had been donated to it. 

The advertising above and cut-rate selling of ‘‘Mixmasters”’ 
apparently wounded plaintiff's feelings. So plaintiff mailed a 
form letter dated December 3, 1933, to “Mixmasters” retail dealers 
in the trade territory served by defendant. It was headed “Special 
Urgent Notice” and began, “Katz Drug Company in Kansas City 
have been advertising ‘Mixmasters’ in the Sunday newspapers at 
$14.98. We do not sell Katz Drug Company, nor will we sell 
them. Nor will we sell a distributor, if we can find out that he 
sells Katz.” Plaintiff urged retailers to institute a price war 
against defendant and agreed to pay the cost of the warfare. The 
form letter continued: 





CHICAGO FLEXIBLE SHAFT CO. V. KATZ DRUG CO. 


Now 

To enable you to combat this insufferable competition against your 
regular selling price, please consider this as your authority to advertise by 
posters in your window, folders or newspapers, a price $1.00 below any 
price for “Mixmasters” Katz Drug Company may advertise, either in the 
newspapers or by circular, for one week immediately after the appearance 
of any such Katz advertisement or circular. 

We have arranged with your jobber that wherever you are obliged to 
make this cut in price you may send a copy of your sales ticket to the 
jobber from whom you purchase “Mixmasters” and he will issue you a 
credit on such sales so as to leave you a margin of 25 percent. 

We do not propose to have our “Mixmaster” sales by our legitimate 
dealers wrecked in this way if we can prevent it. 

So let the Katz Drug Company do the advertising, and you make the 
sales, if they like that sort of thing. 


Chicago Flexible Shaft Company. 

Accordingly, in the Kansas City Star for Monday, December 4, 
plaintiff caused to be published an advertisement offering “The 
Famous Sunbeam Mixmaster—Portable—Latest Model—Regularly 
Sells for $21—This Week $13.95.” The following day, defendant 
countered by advertising in the Kansas City Times for Tuesday, 
December 5, “Katz—Headquarters for The Famous Sunbeam Mix- 
master—Portable—Latest Model—Regularly Sells for $21—now 
Katz Stores only—$12.98.” On the same day, plaintiff caused to 
be published in the Star an advertisement offering “The Famous 
Sunbeam Mixmaster—Portable—Latest Model—Regularly Sells 
for $21—Balance of this Week $11.98." The next day, defendant 
advertised in the Star for Wednesday, December 6, “Headquarters 
for the Famous Sunbeam Mixmaster—Portable—Latest Model— 
Regularly Sells for $21—Katz Super Special—$11.48.”" The day 
following, plaintiff caused to be published in the Kansas City Times 
for Thursday, December 7, an advertisement offering ‘““The Famous 
Sunbeam Mixmaster—Portable—Latest Model—Regularly Sells 
for $21—Balance of this Week $10.98.” Next day, defendant ad- 
vertised in the Star for Friday, December 8, “Headquarters for the 
Famous Sunbeam Mixmaster—Portable—Latest Model—Regularly 
Sells for $21.00—at Katz Deep Cut Prices.” Plaintiff alleges in 
its bill that the depth of this cut by defendant was $9.98. At this 
point plaintiff desisted from further price cutting having forced 
defendant, as it alleges, to sell below cost. 
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It appears that during a part of Friday, December 8, defendant 
sold fifteen “Mixmasters” at $9.98. Although plaintiff precipi- 
tated this price drop, it complains that defendant in selling these 
fifteen articles at $9.98 violated article VIII of the Retail Drug 
Code because that price was below cost to defendant. While the 
price of $9.98 was lower than some of defendant’s previous pur- 
chases, nevertheless., when this small number was sold the price 
was above replacement cost to defendant. December 7 defendant 
had entered into contracts enabling it to purchase “Mixmasters”’ at 
$9.50 and $9.23 and under those contracts thirty-six ‘“Mixmasters” 
had been delivered to defendant. It follows that defendant did 
not sell below cost when it advertised sales at $9.98 and did not 
violate article VIII of the Retail Drug Code. In any event such 
violation would be a matter of immediate concern to the United 
States. Purvis et al. v. Bazemore (D. C.) 5 F. Supp. 230. In the 
succeeding week defendant published in the Star an advertisement 
offering ““Mixmasters” at $14.98 and thereafter substantially ad- 
hered to that price. 

In its bill of complaint plaintiff charges that defendant formed 
a plan or design maliciously and unlawfully to injure the business 
and good-will of the plaintiff and to carry on unfair competition 
with plaintiff by purchasing “Mixmasters” and advertising and 
selling them at greatly reduced prices and thus to cause jobbers to 
believe that plaintiff had sold ‘““Mixmasters” directly to defendant 
and had cooperated with defendant in sales at such prices and 
thereby to cause jobbers and retailers to decline to deal in “Mix- 
masters” and to cause them to cancel orders with plaintiff and to 
destroy the business and sale of “Mixmasters.” Plaintiff further 
alleges that, in pursuance of said plan or design, defendant pur- 
chased a number of “Mixmasters,” published the advertisements 
complained of, and auctioned off a ‘“Mixmaster.” 

In the proof I find no evidence whatever that defendant formed 
or carried out such a plan or design. I find no evidence that de- 


fendant carried out any malicious or unlawful plan or design 
against plaintiff's business or represented, in advertising “Mix- 
masters,” that plaintiff granted to defendant authority to advertise 
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and sell “Mixmasters.” On the contrary, I find that defendant 
purchased a number of “Mixmasters” and thereafter sold them at 
a profit in the usual and ordinary course of its business and in 
accordance with its long-established practice of selling at cut-rate 
prices but without any malice toward plaintiff and without any 
intent to injure plaintiff's business. The only departure from 
this normal course of business was the cut-rate war during the week 
of December 3 herein described. 

Defendant has the right to sell “Mixmasters,’ which it buys 
outright, at a reasonable profit to itself, even though the prices 
paid are less than the price at which plaintiff is striving to main- 
tain all retail sales. To restrain defendant, either temporarily or 
permanently, from selling plaintiff's product at less than $21 per 
article, would destroy that right of defendant. A manufacturer, 
who has sold his product outright, may not by contract with his 
purchaser, or by cooperative methods, or by confederation with 
others, dictate and maintain a fixed retail price. Such contracts 
and such practices are unfair competition, are in restraint of trade, 
and are contrary to public policy. Dr. Miles Medical Co. v. Park 
§& Sons Co., 220 U. S. 378, 31 S. Ct. 376, 55 L. ed. 502; Federal 
Trade Comm. v. Beech-Nut Co., 257 U. S. 441, 42 S. Ct. 150, 66 
L. ed. 307, 19 A. L. R. 882 [12 T.-M. Rep. 39]. Plaintiff’s bill of 
complaint and the unchallenged facts in this record disclose a sys- 
tematic infraction of the policy of the law against restraints of 
trade and of free competition. 

It is apparent that the ultimate relief prayed for will be re- 
fused and, therefore, a preliminary injunction should not issue. 

The motion for a preliminary injunction will be denied. 
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Berrey Co., Inc. v. Stytesuitt Hart Co., Inc. 
(N. Y. L. J., April 25, 1934) 


New York Supreme Court, Special Term, Part III 
April 24, 1934 


Trapve-Marks—INFRINGEMENT—“Borpino” aNnbD “FELTINO” oN BERETS 
Non-ConrFiictinc Marks. 

The word “Feltino,” held not to be an infringement of the word 
“Bordino,” both being used as trade-marks on berets. 

Unram Competition—Ricut To Seri Goons Stmirar To CoMPeTIrors. 

Unless prevented by a copyright or patent, anyone may make and 
sell goods similar in all respects to the goods sold by another under a 
trade-mark. 

Unrair CompetTirion—UNDERSELLING—Lack or ConFrusING RESEMBLANCE OF 
Goons. 

Defendant, in manufacturing and selling under the trade-mark 
“Feltino” and the device of an arrow piercing the numeral 1934, held 
not to have been guilty of unfair competition against plaintiff, which 
put out at a higher price a beret distinguished by the word “Bordino” 
and the numeral 1934 pierced by an arrow, inasmuch as the arrow and 
numeral symbol were common to the trade and there were no confusing 
resemblances\ between the berets of the respective parties. 


In equity. Action for alleged trade-mark infringement and un- 
fair competition. Bill dismissed. 


Irving N. Selkin, of New York City, for defendant. 


McLaveuuin, J.: The plaintiff, an importer and seller of 
berets, seeks an injunction restraining the defendant, a manufac- 
turer and seller of berets, from using the word ‘“Feltino” as an in- 
fringement of the plaintiff's trade-mark “Bordino” and for alleged 
unfair competition. 

The plaintiff has been engaged in the business of importing and 
selling berets for about five years. In 1932 the plaintiff com- 
menced selling in this country a shallow crown, form-fitting, wool 
cloth beret of good quality and workmanship which is made in 
Italy and is imported exclusively by the plaintiff. It adopted the 
name “Bordino,”’ and the trade-mark “‘Bordino” was registered in 
the United States Patent Office on December 26, 1933. The plain- 


tiff expended quite a large sum of money in advertising this par- 
ticular style of beret to the trade. Some time in November, 1933, 
the plaintiff started using the emblem 1934 with an arrow pierced 
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through the numerals as an added feature for its “Bordino” beret. 
The plaintiff sold its beret to the wholesale trade and department 
stores for $7 per dozen with the emblem, and for $6.50 per dozen 
without the emblem. 

In the latter part of December, 1933, or the early part of 
January, 1934, the defendant commenced to manufacture and sell 
to the wholesale trade and department stores a felt beret under the 
name “Feltino” at a price at $3.75 per dozen. This beret is in- 
ferior in quality and workmanship. The “Feltino” is larger and 
of different shape than the “Bordino.” The “Bordino” has a tip 
on the top of the hat, and has affixed inside the crown a blue silk 
label with the words “Bordino beret, Made in Italy.” The defend- 
ant’s hat has no tip or any label with the name “Feltino” on it. 
The only label is a white NRA one, sewed to its edge on the side. 
The defendant also used the emblem 1934 with an arrow pierced 
through the numerals on its hat. 

The court is of the opinion that the words “Bordino” and 
“Feltino,” while having similar endings, the last three letters being 
the same, are sufficiently distinct as not to cause mistake or con- 
fusion. They do not look alike and they do not sound alike. In 
the case of Allen v. Smith, 224 App. Div. 187, at page 189, the 
court said: “The names bear to each other no closer resemblance 
than those considered in many cases where relief by injunction has 
been denied” (Gotham Silk Hosiery Co., Inc. v. Reingold, 223 
App. Div. 260 [18 T.-M. Rep. 283]; Boysform Brassiere Co., Inc. 
v. Modishform Brassiere Co., Inc., 205 App. Div. 14 [13 T.-M. 
Rep. 175]; and other cases cited). 

The evidence shows that the defendant and others in the hat 
trade were using the numerals 1934 pierced by the arrow about 
the same time the plaintiff commenced using the emblem, and the 
maker of the emblem was selling it to the trade whenever and 
wherever he could. That the plaintiff sold its hats with and with- 
out the emblem is conceded. In regard to this there is no evidence 
that the defendant simulated or imitated the plaintiff’s goods in 
order to palm off its goods as the plaintiff's. The difference be- 
tween the ““Bordino Beret’ and the “Feltino Beret” in general ap- 
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pearance and quality is so great that the public could not possibly 
nor probably mistake the latter for the former. The plaintiff has 
failed to prove that the defendant has attempted to get its business 
by unfair competition. Unless prevented by a copyright or patent 
any one may make and sell goods similar in all respects to the goods 
sold by another under a trade-mark (Cooke & Cobb Co. v. Miller, 
169 N. Y. 475; Montegut v. Hickson, Inc., 178 App. Div. 94 [7 
T.-M. Rep. 389]. 

There is no evidence of infringement of the plaintiff’s trade- 
mark. I find that the defendant has not used the plaintiff’s trade- 
mark or any imitation thereof calculated to mislead or deceive any 
person who desired to purchase the plaintiff's ‘“Bordino” beret. 
Competition there was, but no evidence of unfair competition was 
produced on the trial. Therefore the plaintiff’s complaint is dis- 
missed on the merits. Settle decision and judgment. 


ALEXANDRINE v. Conway P. Cor, as COMMISSIONER OF PaTENTS 
Court of Appeals of the District of Columbia 
May 14, 1934 


Trape-Marks—“‘ALEXANDRINE” AND ALEXANDRE” ON GLovES—INTERFER- 
ENCE—CANCELLATTION—A PPEAL. 

The trade-mark registration No. 206,729 of appellant, consisting of 
the word “Alexandrine” having been in interference with the name 
“Alexandre,” owned by Marshall Field & Co., to whom registration of 
the latter mark was granted, appellant filed bill under Sec. 4915, R. S., 
as amended, against the Commissioner of Patents in the Supreme Court 
of the District of Columbia, which held that the Commissioner was 
neither a necessary nor a proper party to the suit. Held on appeal 
that it is not an undue expansion of the section in question to hold that 
the final words were intended to furnish a remedy in equity against the 
Commissioner in every case in which by Sec. 9, an appeal first lies to 
the Court of Appeals. Appellant, therefore, could either appeal to the 
United States Court of Customs and Patent Appeals, or to the instant 
court, on the authority of the Baldwin case (Baldwin Co. v. Robertson, 
265 U. S. 168 [14 T.-M. Rep. 399]. 


In equity. Appeal from a decree of the Supreme Court of the 
District of Columbia dismissing appellant’s bill to enjoin the Com- 
missioner of Patents from canceling the former’s trade-mark. Re- 
versed and remanded. 
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Maurice Leon, of New York City, and Edmund H. Parry, Jr., 
of Washington, D. C., for appellant. 
T. A. Hostetler, of Washington, D. C., for appellee. 


Ross, A. J.: Appeal from a decree in the Supreme Court of 
the District dismissing appellant’s bill to enjoin the Commissioner 
of Patents from canceling appellant’s trade-mark No. 206,729, for 
gloves, registered December 8, 1925, and consisting of a fanciful 
design with the word “Alexandrine” across it. 

In August, 1928, Marshall Field & Company, an Illinois corpo- 
ration, applied for the registration, under the ten-year clause of 
sec. 5 (b) of the Trade-Mark Act of 1905 (33 Stat. 724), as 
amended (sec. 85, Tit. 15, U. S. C.), of the name “Alexandrine” for 
gloves. Thereupon interference was declared between the two 
marks and, after due proceedings, priority was awarded to Marshall 
Field & Company, as a result of which registration was granted 
to that company. 

In December, 1931, Marshall Field & Company instituted pro- 
ceedings in the Patent Office for the cancellation of appellant’s 
trade-mark. The application was sustained by the Examiner of 
Interferences, and on October 18, 1932, was affirmed by the Com- 
missioner. Thereupon, on December 5, 1932, appellant filed this 
bill under sec. 4915, R. S., as amended (sec. 63, Tit. 35, U. S. C.). 
On December 7, 1932, due notice was given Marshall Field & Com- 
pany. The court below ruled that Marshall Field & Company, be- 
ing an adverse party in the Patent Office, is an indispensable party 
to this suit and that the Commissioner of Patents is neither a 
necessary nor a proper party. 

The answers to the questions involved are to be found in 
Baldwin Co. v. Robertson, 265 U. S. 168 [14 T.-M. Rep. 399]. 
The Baldwin Company filed a bill in the Supreme Court of the 
District against the Commissioner of Patents to enjoin that officer 
from canceling two registered trade-marks claimed by it. The 
Howard Company intervened and resisted the injunction to prevent 
the cancellation. The Commissioner of Patents filed an answer 
denying the right of the Baldwin Company to the relief sought. 
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The court said (265 U. S. at p. 177) that the main question 
to be considered was whether 


by the statutes applicable to procedure in settling controversies over the 
registration of trade-marks in interstate and foreign trade a remedy by 
bill in equity to enjoin the Commissioner of Patents from canceling a 
registered trade-mark is given to the owner of a trade-mark so registered. 


The court further said (page 179): 


The defeated party in the hearings before the Commissioner is not ask- 
ing registration of a trade-mark, but is seeking to prevent the cancellation 
of trade-marks already registered. . . . It seems clear that the complainant 
below was a dissatisfied party to an application for the cancellation of 
the registration of a trade-mark. We think that both the applicant for 
cancellation and the registrant opposing it are given the right of appeal 
to the District Court of Appeals under the section (sec. 9 of the Trade- 
Mark Act; sec. 89, Tit. 15, U. S. C.). The next inquiry is whether, in 
addition to such appeal and after it proves futile, the applicant is given 
a remedy by bill in equity as provided for a defeated applicant for a 
patent in sec. 4915, Rev. Stats. We have in the cases cited (American 
Steel Foundries v. Robertson, 262 U. S, 209 [13 T.-M. Rep. 289]; Baldwin 
Co. v. Howard Co., 256 U. S. 35, 39 [11 T.-M. Rep. 159]; Atkins & Co. v. 
Moore, 212 U. S. 285), given the closing words of sec. 9 (of the Trade- 
Mark Act), a liberal construction in the view that Congress intended them 
to give every remedy in respect to trade-marks that is afforded in proceed- 
ings as to patents, and have held that under them a bill of equity is 
afforded to a defeated applicant for trade-mark registration just as to a 
defeated applicant for a patent. It is not an undue expansion of that 
construction to hold that the final words were intended to furnish a 
remedy in equity against the Commissioner in every case in which by 
sec. 9 an appeal first lies to the Court of Appeals. This necessarily would 
give to one defeated by the Commissioner as a party to an application for 
the cancellation of the registration of a trade-mark .... a right to resort 
to an independent bill in equity against the Commissioner to prevent can- 
cellation. . . . The applicants in sec. 9 were of four kinds and to each of 
them were intended to be accorded the same resort to the Court of Appeals 
and the same remedy in equity as to the applicant for a patent in sec. 4915. 


(Italics ours.) 

There, as here, it was contended that sec. 9 of the Trade-Mark 
Act should not be held to authorize the use of a suit in equity for 
all of the four cases in which appeals were provided to the Court 
of Appeals (now to the Court of Customs and Patent Appeals) 
because by sec. 22 of the Trade-Mark Act (sec. 102, Tit. 15, 
U.S. C.) there was a special provision for remedy in equity where 
there were interfering registered trade-marks. The court rejected 
the contention, saying (265 U. S. at page 181): 
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Sec. 9 of the Trade-Mark Act is wider than sec. 22 in its scope. It 
includes one who applies for registration of an unregistered trade-mark 
which interferes with one already registered. See, also, Corning Glass 
Works v. Robertson, 62 App. D. C. 130, 65 F. (2d) 476, cert. den., 290 
U. S. 645 [23 T.-M. Rep. 246]. 

In the present case appellant was the unsuccessful party in a 
cancellation proceeding and elected to proceed under sec. 4915, 
R. S., as amended, instead of appealing to the United States Court 
of Customs and Patent Appeals under sec. 9 of the Trade-Mark 
Act, as amended. 

The Commissioner points out that in the Baldwin Case the ad- 
verse party intervened and that in the present case it has not. A 
bill under sec. 4915, while a proceeding de novo, 


intends a suit according to the ordinary course of equity practice and pro- 
cedure .... yet the proceeding is, in fact and necessarily, a part of the 
application for the patent. Gandy v. Marble, 122 U. S. 482, 439; Amer. 
Foundries v. Robertson, supra; Lucke v. Coe (No. 5663, present term), 63 
App. D. C. —, 69 F. (2d) 379. 


Marshall Field & Company having initiated and prosecuted the 
cancellation proceeding is in no position to complain because appel- 


lant has filed a bill in equity against the Commissioner, which is 
necessarily a part of the proceeding in the Patent Office. Under 
the provisions of sec. 9 of the Trade-Mark Act, as amended, and 
sec. 4915, R. S., as amended, appellant in the cancellation proceed- 
ing, had it so elected, might have prosecuted an appeal to the 
United States Court of Customs and Patent Appeals. Marshall 
Field & Company would necessarily have been a party to that 
appeal. The filing of a bill in equity is an alternative remedy and, 
under the authority of the Baldwin Case, properly may be brought 
against the Commissioner here. 

The decree is reversed and the cause remanded for further 
proceedings not inconsistent with this opinion. 
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Warp Bakxine Company v. New STanpARD BakinG CoMPANY 
Oppn. No. 11,643 
United States Court of Customs and Patent Appeals 


June 12, 1934 
Trapve-Marxs—OpposiTtion—“Mrs. Srarp’s” ann “Warp’s”’—Non-ConFLict- 
inc Marks. 

A trade-mark consisting of the words “Mrs. Stard’s,” displayed on 
an orange-colored basketweave background, held not to be confusingly 
similar to marks consisting of the names “Ward” and “Ward’s,” shown 
in plain block type, all being used upon bakery products. 

On appeal from a decision of the Commissioner of Patents dis- 


missing a trade-mark opposition. Affirmed. For the Commissioner's 
decision see 23 T.-M. Rep. 128. 


Theodore K. Bryant, of Washington, D. C., and John Vaughan 
Groner, of New York City, for appellant. 
Charles R. Allen, of Washington, D. C., for appellee. 


Brann, J.: The New Standard Baking Company filed its 


application for registration of a trade-mark for use on cake, which 
trade-mark consists of the words “Mrs. Stard’s,” on an orange- 
colored, basket-weave background, claiming continuous use of the 
mark since February 6, 1931. Thereafter the Ward Baking Com- 
pany filed notice of opposition, grounding its opposition upon its 
adoption and use of the names “Ward” and Ward’s,” claiming a 
use of said words as trade-marks in connection with its bakery 
business, which included the sale of cakes, “for upwards of eighty 
years.” ‘The opposer showed that said trade-marks, which were 
registered, had been used in various forms upon a wide variety of 
bakery products throughout practically the entire United States 
east of the Missippi River, and that it was doing a business in con- 
nection therewith amounting to thirty-six million dollars a year for 
the five years immediately preceding its date of taking testimony. 
It is shown in the record that Jacob Roseman, who at one time 
was with the Standard Baking Company, organized the applicant 
company, the New Standard Baking Company, and took into the 
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firm a John F. Ward, who became sales manager and treasurer 
thereof. Mr. Ward, for the company, purchased a recipe for apple- 
sauce cake from a Mr. Ackerman. He also attempted to buy a 
recipe for such a cake from a Mr. Newcastle, which cake had been 
sold under the name “Mrs. Newcastle.” The appellee began sell- 
ing its cake under the name “Mrs. Ward’s Original Applesauce 
Cake.” Roseman and Ward had both been in the bakery business 
for about twelve years and were fully aware of the Ward Baking 
Company’s products. Upon being notified to discontinue selling its 
said cake under the latter name, appellee desisted from such prac- 
tice. Legal counsel advised Roseman “not to get into trouble,” 
and the name “Mrs. Stard’s” was adopted and used on “quite a 
number” of cakes, it being claimed that the “Mrs.” was borrowed 
from the “Mrs. Newcastle” above referred to, and that the term 
“‘Stard’s” was made up of letters from the word “Standard.” 

Appellee’s petition for registration recites that its trade-mark 
consists of the words “Mrs. Stard’s’” displayed on an orange- 
colored, basket-weave background. The words are printed in block 
letters. It is shown that the appellee has caused the words to be 
used upon the trucks of those who distribute its products in script 
upon backgrounds of different colors. 

Appellant in its notice of opposition relied upon its use of the 
terms “Ward” and Ward’s” upon bakery products, and set out 
therein seven of its registered trade-marks. One of such marks 
as “Ward” for bread; two other consisted of the term “Ward’s 


Fine Cakes” for use on cakes. The marks were printed in plain 
block type. 


After testimony was taken by both parties, the Examiner of 
Interferences of the United States Patent Office dismissed the 
opposition, held that there was no likelihood of confusion result- 
ing from the registration and use of appellee’s mark, and adjudged 
that the applicant was entitled to the registration of the mark. 
Appellant, Ward Baking Company, appealed to the Commissioner 
of Patents. The Commissioner affirmed the decision of the Ex- 
aminer of Interferences, whereupon the appellant appealed here. 
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In this court, appellant has urged with great earnestness that 
the history of the case shows that appellee seeks to profit and ex- 
pects to profit from its use and registration of its said mark “Mrs. 
Stard’s,” by reason of its similarity of sound to appellant’s mark, 
as well as by reason of the similarity of the latter part of the words 
“Stard’s” and “Ward’s,” and that under our decision in Lever 
Brothers Co. v. Riodela Chemical Co., 17 C. C. P. A. (Patents) 
1272, 41 F. (2d) 408 [20 T.-M. Rep. 311], the motive of the 
appellee in adopting the mark should be taken into consideration in 
determining the question of confusing similarity. Appellant has 
quoted the following from the above-cited Lever Brothers Co. case: 


Of course, if confusion or mistake is not likely to result from the use 
of the two marks, the motive of the later applicant in adopting its mark 
cannot affect its right to registration; but if, in the adoption and use of 
the mark, there be a purpose of confusing the mind of the public as to the 
origin of the goods to which it is applied, we have a right, in determining 
the question of likelihood of confusion or mistake, to consider the motive 
in adopting the mark as indicating an opinion, upon the part of one 
vitally interested, that confusion or mistake would likely result from the 
use of the mark. After all, the determination of the question of likelihood 
of confusion or mistake in the use of trade-marks must, as a general rule, 
be a matter of opinion, and not the result of testimony produced as to the 
existence or absence of such confusion. Therefore, the tribunals of the 
Patent Office, and this court as a reviewing body, may, in cases where 
one adopts and uses a mark with the motive of confusing the mind of 
the public, consider that motive as one of the factors in determining the 
question of whether use of such mark is likely to cause confusion or 
mistake in the mind of the public. 


It will be noted that the above announced principle is predicated 
upon the proposition that the marks must have a confusing simi- 
larity. We are of the opinion that the tribunals below arrived at 
the correct conclusion that the marks of the opposer and of the 
applicant do not so nearly resemble each other in any of the re- 
spects contemplated by the statute that their use by the parties in- 
volved upon goods of the same descriptive properties would be 
likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers. In so holding we have in mind appellee’s use 
of the mark as it is shown and described in its application for 
registration. As shown, it is a composite mark consisting of the 
printed terms “Mrs.”’ and “Stard’s’” upon the background as de- 
scribed. The only common feature in the mark of the applicant 
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and those of the opposer resides in the latter part of the words 
—‘‘ard’s.” We see little in common as to the sound of the two 
marks. 

It seems that the argument of the appellant leads to the conclu- 
sion that we should take into consideration the probable future con- 
duct of appellee in the use of its mark, and that the record would 
indicate a tendency to so use its mark, when registered, as to bring 
about confusion. If appellee uses its mark in such a way as to 
bring about confusion or mistake, appellant has adequate remedy 
in the courts of equity. In reviewing the action of the Commis- 
sioner in granting registration, we are not concerned with this 
feature of the case. 

While it may be urged that the terms “Ward’s” and “Stard’s” 
are the dominating features of the marks at bar, and that there is 
similarity between the dominant features, we do not think there 
is any confusing similarity when the marks as a whole are con- 
sidered. 

The decision of the Commissioner of Patents is affirmed. 


HartFieE_p, J., did not participate. 


DEcISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Non-Conflicting Marks 


Spencer, F. A. C.: Refused to cancel the registration of the 
trade-mark “Vapex,” of Thomas Kerfoot & Co., Ltd., issued March 
18, 1924, No. 181,259, for inhalant for the relief of cold in the 
head, notwithstanding the previous adoption and use of the trade- 
mark “Vicks” and “Vaporub” by Vick Chemical Company on 
similar goods. 

The ground of the decision is that the petitioner has failed to 
establish such likelihood of confusion as would warrant the cancel- 
lation of respondent’s registration. In this connection the First 
Assistant Commissioner said: 


Certainly an inspection of the marks themselves, either singly or in 
combination, fails to reveal a confusing similarity. “Vicks” and “Vapex” 
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have only the initial letter in common and while the spoken words termi- 
nate with the same sound, even then they are clearly distinguishable in that 
the first has only one syllable while the latter has two. As between 
“Vaporub” and “Vapex” the only similarity, either when written or 
spoken, is the first syllable, “Vap”; and in view of the obvious differences 
it is difficult to comprehend how this one syllable in common could result 
in confusion. Furthermore, the record disclosses that the syllable “Vap” 
had been used in several other trade-marks for merchandise of this same 
general character years before petitioner’s adoption of the mark “Vapo- 
rub,” and the rule to be applied in this connection is clearly set forth by 
the Circuit Court of Appeals of the First Circuit in the recent case of 
Thomas Kerfoot & Co., Ltd. v. Louis K. Liggett Co., 67 Fed. (2d) 214, 
where the Court quotes and approves the following language from the 
plaintiff's brief: 

“Both ‘Vaporub’ and ‘Vapex’ are derived from the word vapor, and it 
is evident that the syllable ‘Vap’ for preparations of this kind is common 
property. Long prior to the time that the opposer (Vick Chemical Com- 
pany) adopted the word ‘Vaporub’ others had used the syllable ‘Vap’ in 
numerous marks, so that the opposer is not entitled to such a broad inter- 
pretation of its rights as will preclude the applicant from the use of the 
same syllable, provided the termination of its word is different.” 


The First Assistant Commissioner noted that considerable evi- 
dence had been adduced by the petitioner in an attemept to show 
not only that confusion was likely, but that it had actually occurred, 
and held that in view of the entire record such evidence was totally 


insufficient to overcome the conviction produced by an inspection of 
the marks themselves that they possessed no deceptive similarity. 

With respect to the enormous volume of petitioner’s sales, he 
said: 

It is not surprising, therefore, if occasional instances of confusion oc- 
curred; for, as observed by the court in the case of Parfumerie Roger & 
Gallet v. M. C. M. Co. (C. C. A. 2d Cir.), 24 Fed. (2d) 698 [18 T.-M. 
Rep. 139]: “Some buyers will be confused by the most remote simi- 
larities.” 

With respect to the communications received by the petitioner 
which would tend to indicate that the senders had confused 
“Vapex”’ with one or another of petitioner’s products or believed it 
was manufactureed by the petitioner, he stated that under the 
circumstances evidence of this character was not impressive, and 
said: 

And as may readily be expected, this large mass of correspondence in- 
cluded references not only to “Vapex” but to such utterly dissimilar marks 


and names as Musterole, Mentholatum and Luden’s Cough Drops. Mr. 
W. A. Smith, an employe of petitioner, stated in his testimony: 
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“We received mail for ‘Vapex.’ We received mail for Strohmeier’s 
Cough Drops, and others too numerous to remember.” 


In view of the large amount of mail received errors of this kind were 
bound to and did occur, regardless of whether petitioner’s marks were or 
were not similar to those of other manufacturers. 


With respect to the argument of the petitioner that the mark is 
not used by the respondent but by an assignee, he said: 
No cases are cited in support of this proposition, nor have I been able 


to find any; and in the absence of an adjudication on the subject my own 


opinion is that the language of the statute is not susceptible to the narrow 
interpretation contended for.’ 


Color—Non-Conflicting Marks 


Spencer, F. A. C.: Held that applicant is entitled to register 
a certain trade-mark, notwithstanding the prior adoption and use 
by opposer of a certain mark. 

The goods on which the particular marks are used are lubricat- 
ing oils. The mark of applicant is a pictorial representation of a 
drum having a band of red at the bung end, a band of green at the 


other end, and a band of white between them, each color covering 
about a third of the cylindrical surface of the drum. The opposer 
has, since 1921, been marking its drums with a green band at each 
end and a white band between the green bands, each band covering 
substantially one-third of the cylindrical surface of the drum. 

The ground of the decision is that the marks are not confus- 
ingly similar. 

In his decision the First Assistant Commissioner said that, while 
the drums of both applicant and opposer had been on the market 
and widely distributed for at least three years, no evidence has 
been adduced to show that any confusion has actually arisen. 

After noting that the drums of both applicant and opposer are 
each marked with three colored bands of equal width, he said: 


.... the arrangement and contrast of colors presents a strikingly dif- 
ferent appearance. Not only is the red band at one end of applicant’s 
barrel in vivid contrast with the predominating effect of green in the 
opposer’s drum—both end bands of which are green—but the effect of the 


‘ Vick Chemical Co. v. Thomas Kerfoot & Co., Ltd., Canc. No. 2,426, 159 
M. D. 219, May 2, 1934. 
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design presents distinct visual differentiation. Opposer’s drum with its 
single centrally located band of white, gives the impression of a green 
barrel with a white band around its middle. Applicant’s drum cannot be 
said to give an analogous design effect even though the differences in color 
be disregarded. That is to say, there is no preponderating color which 
may be considered as the general color of the barrel as in opposer’s design, 
but on the contrary, the allocation of color is equally divided between 
three distinctively colored bands of equal width any one of which lends 
as much color to the drum as any other. 

This tribunal is impressed by the fact that the red band, which effec- 
tively distinguishes the marking of applicant’s drum from that of the 
opposer, is disposed at the bung end of the drum so that this striking 
feature of the coloration is closest to the observer when oil is being re- 
moved from the barrel. 


The opposer, in its brief, called attention to the fact that in 
1980, when applicant decided to adopt a trade-mark, it took the 
identical mark which the appellee had widely exploited and that 
upon appellee’s objection to the adoption of his trade-mark, appel- 
lant substituted the mark in accordance with the registration now 
sought. In this connection the First Assistant Commissioner said: 


Whatever may have been the former marking of applicant’s drums is 
not a question here in issue. Since this tribunal finds no confusing simi- 
larity between the mark sought to be registered and that of the opposer, 
the fact that applicant may have previously employed a mark similar to 
opposer’s is not deemed material.’ 


Conflicting Marks 


Spencer, F.A.C.: Held that applicant is not entitled to regis- 
ter the words “Old Meadow” as a trade-mark for butter and other 


dairy products, in view of the prior adoption and use by opposer 
of the words “Meadow Gold” as a trade-mark for identical 
products. 

The ground of the decision is that there is at least a reasonable 
probability of confusion between the mark sought to be registered 


and that of the opposer. 

In respect to the contention of applicant that the marks are so 
utterly dissimilar in appearance, in sound, and in signification, that 
confusion is virtually impossible, the First Assistant Commissioner 
said: 


* Quaker State Oil Refining Co. v. Wolverine-Empire Refining Co., Opp. 
No. 12,428, 159 M. D. 214, April 25, 1934. 
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I am unable to agree with this contention. Certainly there are differ- 
ences in each of the particulars suggested, but also there are similarities. 
For example, the word “Meadow” occurs prominently in each of the marks 
and while, as applicant points out, it is used as an adjective and comes 
first in the one, and is used as a noun and comes last in the other, these 
distinctions are not of controlling importance. The vital question is 
whether or not in the mind of the average purchaser confusion might 
reasonably exist as between the two marks when considered in their 
entirety, or with respect to their predominating features. Addressograph- 
Multigraph Corporation y. Elliott Addressing Machine Company, 442 O. G. 
3 [24 T.-M. Rep. 134], and cases there cited. As was well said in the 
case of William Waltke & Company v. George H. Schafer & Company, 
49 Appeals D. C. 254, 263 Fed. 650 [10 T.-M. Rep. 246]: 


“Of course, if the intending purchaser could see both marks together 
he would readily note the difference between them; but if upon seeing only 
one he must rely upon his memory of the other he would not be likely to 
apprehend the distinction. He acts quickly and upon impression. He is 
governed by a casual glance. Under such circumstances he would be apt 
to mistake the one for the other and thus would occur the confusion 
against which the statute is leveled.” 


In respect to the argument that the opposer is estopped to main- 
tain the opposition proceeding in view of the fact that in 1924 
applicant sought to register the trade-mark “Gold Meadow” and 
that after notice of opposition by the present opposer applicant 
agreed to discontinue the use of that mark and substitute the one 
here involved, he said: 


It is not at all clear from the record that the opposer had anything 
whatever to do with applicant’s adoption of his present mark other than 
to object to the registration of his old one. But even if the facts as con- 
tended for by applicant had been fully established it could make no differ- 
ence here, for the doctrine of estoppel has no place in opposition proceed- 
ings. Skookum Packers Associated vy. Pacific Northwest Canning Com- 
pany, 45 Fed. (2d) 912. 


Spencer, F. A.C.: Held that applicant is not entitled to regis- 
ter the mark “The Mixer King” as a trade-mark for electric food 
mixers and juice extractors, in view of the prior adoption and use 
by the opposer of the mark “Mixmaster” for goods of the same 


descriptive properties, on the ground that the marks as applied to 


the identical goods are confusingly similar. 


* Beatrice Creamery Co. v. Arthur Abell, Oppn. No. 12,424, 159 M. D. 
224, May 7, 1934. 
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It appears from the record that the mark “Mixmaster” is used 
by the appellant in connection with the mark “Sunbeam” and in 
this connection the First Assistant Commissioner said: 


An inspection of appellant’s exhibits indicates quite clearly that while 
its two marks are both used “Mixmaster” is the word which always pre- 
dominates and the one most likely to make a lasting impression. The 
record shows that appellant’s article is known to the trade either as the 
“Mixmaster” or as the “Sunbeam Mixmaster,” the two terms being used 
somewhat indiscriminately, but the former never being omitted. The fact 
that both marks are applied to the same merchandise, under the circum- 
stances presented here, is not of important significance. United Lace and 
Braid Manufacturing Co. v. Barthels Manufacturing Co., 221 Fed. 456 
[5 T.-M. Rep. 301]. 

In my opinion the question here involved must be decided upon a com- 
parison of the marks “Mixmaster” and “The Mixer King,” between which, 
it seems to me, confusing similarity is obviously apparent. They not only 
look and sound more or less alike, but to the average person are prac- 
tically synonymous in meaning. One is thought of as the master of 
mixers and the other as the king of mixers; and that the words “master” 
end “king” suggest substantially the same mental picture no one will 
seriously question. There are differences between the two marks of course, 
but in determining the question of probable confusion “the points of simi- 
larity are more important than the points of difference.” O. & W. Thum 
Co. v. Dickinson, 46 App. D. C. 309 [9 T.-M. Rep. 89]. 

For the reasons stated I am clearly of the opinion that applicant’s mark 
is not registrable believing, as I do, that damage is not only likely but 
highly probable. Moreover, proof of actual damage is not essential in 
proceedings of this character, it being sufficient to show likelihood of con- 
fusion or mistake in the mind of the public. Geo. H. Ruth Candy Co. vy. 
Curtiss Candy Co., 49 Fed. (2d) 1033, 18 C. C. P. A. (Patents) 1471, 413 
O. G. 9 [21 T.-M. Rep. 319]. 


With respect to the additional ground of opposition that such 
phrases as “king of mixers” and “king of all mixers” have been ex- 
tensively used in advertising by the appellant, which ground of 
opposition had been disposed of by the Examiner of Interferences 
with the comment “it is deemed to be fairly settled practice that in 
order to establish any trade-mark rights in a mark it must be 
affixed to the goods,” he said: 


This rule would be applicable here if the registrability of the phrases 
referred to were involved, as it is apparent from the record that no trade- 
mark use of them has been made. But their registrability is not involved. 
Their use in advertising is urged merely as an additional reason why 
opposer believes it would be damaged by the registration of applicant’s 
mark. For this purpose it was not necessary to establish a technical trade- 
mark use. Johnson v. Brandau, 32 App. D. C. 348; Kentucky Distilleries 
§ Warehouse Co. v. Old Lexington Club Distilling Co., 31 App. D. C. 223 
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[8 T.-M. Rep. 113]. The cases cited by the Examiner of Interferences are 
not in point. In Gray v. Armand Co., 24 Fed. (2d) 878, 373 O. G. 759 
[18 T.-M. Rep. 175], the mark in question was sought to be registered; 
and in Bigbie Brothers & Co. v. Bluthenthal & Bicket v. The J. H. Butler 
Co., 126 O. G. 1063, 1907 C. D. 22, the only question was priority of adop- 
tion and use.* 


Spencer, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for auger bits, a mark 
consisting of a spiral polished nickel stripe applied or affixed to 
the goods by applying a nickel color to the edge of the spiral flange 
on the ground that the proposed mark does not constitute a trade- 
mark but is merely a utilitarian feature of the goods. 

With respect to the contention of applicant that his trade-mark 
consists of a color applied in a definite configuration and the cita- 
tion of the decision Smith-Kline v. American, 273 Fed. 84, 86 
(C. C. A. 2) [11 T.-M. Rep. 327], in which it was held that “mere 
color may be impressed in a particular design and constitute a 
valid trade-mark, such as a circle, square, triangle, cross, or star,” 
the First Assistant Commissioner said: 


There is a distinct difference between the mark involved in this appli- 
cation and the ones discussed in the cited case. The applicant here has 
not applied a color arbitrarily to the article but has allowed the applica- 
tion of color to be controlled solely by the configuration or contour of the 
article. The practice of leaving a working or cutting edge free of color 
in order to constitute an alleged trade-mark was condemned in Ez parte 
Emerson & Stevens Mfg. Co., Inc., 20 U. S. Pat. Q. 38 and In re W. T. 
Grant, 29 F, (2d) 899, 379 O. G. 443, 58 App. D. C. 289 [18 T.-M. Rep. 
584]. 

With respect to the contention of applicant that the working 


edge of the auger is left free of color but is coated with a nickel 
band, he said: 


The manner in which the nickel-like edge is obtained is not controlling, 
since the result would be the same whether the coloring was paint or raw 
metal. Employing the mass color, leaving the edge untouched, would ob- 
viously infringe a mark consisting of mass color with a nickel-painted 
edge.® 


‘Chicago Flexible Shaft Co. v. The Fitzgerald Mfg. Co., Oppn. 
No. 12,495, 159 M. D. 227, May 18, 1934. 

°Ex parte The Irwin Auger Bit Company, Ser. No. 335,659, 159 M. D. 
229, May 22, 1943. 
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Not a Trade-Mark 


Spencer, F, A. C.: Held that the applicant is not entitled to 
register, under the Act of 1920, the word “Morocco” as a trade- 
mark for paints and varnishes. 

The ground of the decision is that the word is not employed in 


a trade-mark sense but merely as a designation of the type of 
finish produced by the varnish. 


In his decision the First Assistant Commissioner said: 


It is believed that the Examiner of Trade-Marks was correct in his con- 
clusion that the mark is employed not as a trade-mark to indicate origin 
er source of manufacture but simply as a notation to designate the type 
of finish produced by applicant’s product. That this is so is indicated by 
the manner in which the mark is applied to the goods, namely, by being 
stamped in small type near the top margin of the label and, as shown in 
the first specimens filed, by being employed in conjunction with type of 
equal size which, in addition to indicating the finish, sets forth the color 
and the quantity. Also, this conclusion is strongly fortified by a state- 
ment contained in an affidavit filed by the President of the applicant com- 
pany to the effect that: 

“The word ‘Morocco’ is used to designate our paints and varnishes 
where there is a special finish that looks like imitation Morocco leather.” 

An inspection of a sample of the varnish, which samples have been sub- 
mitted during the prosecution of the application, shows that the finish does 
in fact simulate the well-known Moroccan leather finish.° 


*Ex parte The Kay & Ess Company, Ser. No. 324,467, 159 M. D. 204, 
April 11, 1934. 

















UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law atrecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 





